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COURT CALENDAR 
CALDWELL SUPERIOR COURT 
MAY TERM, 1939 
HON. FRANK M. ARMSTRONG, JUDGE PRESIDIN 
IN RE SPRING TERM, 1939. 


SUGGESTIONS T sons ah 


1. That on or befere irst Monday of each 
term of Civil coh nsel for plaintiffs and 
defendant prepar nd have ready to hand to the 
court sues involved in the case as he 
cnco them, citing the authorities relied 
upon er each issue and upon whom he contends 
the burden of proof rests. Issues may be called 
for in advance of the trial of the case. 


2. Each attorney shall prepare and have ready to 
file with the court on or before the first Mon- 
day of each term of civil court, which may be 
called for in advance of the trial of the case, a 
trial brief, containing the law in the case as he 
understands it, together with any special in- 
structions that he may probably consider re- 
questing the court to give on the issues filed. 
No special form is required; however a careful 
study of the decisions, statutes and general law 
will be expected, together with a notation show- 
ing that the authorities relied upon have been 
checked and are not affected by subsequent deci- 
Sions or legislative enactment and their value as 
authorities assured by running them down to date 
in Shepard's Citations. This is to apply to all 
cases and motions on the calendar. 


Frank M. Armstrong, 
Judge assigned to and holding Courts in the 
16th Judicial District of North Carolina. 
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THE SHALER Co. v. Rire-Way Propvwcrs, INc., ET AL. 
Rire-Way Propvcts, Inc. v. THE SHALER Co. 


United States Court of Appeals, Sixth Circuit 
November 7, 1939 


Unrarr Competition—“Hor Parcues” ann “Hor Suor’—Nown-Conruict- 
ING MARKS. 

Although appellant had registered in the Patent Office a trade-mark 
which consisted of the words “Hot Patches,” together with representation 
of heat waves emanating therefrom, and a circular design showing a 
representation of the equipment, having subsequently disclaimed the 
word “patches” and the representation of the tool, held that the use by 
appellee on similar goods of the words “Hot Shot” in combination with 
patches was not unfair competition, inasmuch as there was no resem- 
blance between the phrases “Hot Shot” and “Hot Patches,” except the 
generic word “Hot.” 

Unrarr Competition—Suits—Insunction—Form or Decree. 

In the case at issue, a decree restraining the use by appellee of the 
words “Hot Shot” as a trade-mark on its goods held too broad, and was 
modified so as to allow use of these words, when used otherwise than in 
contiguous association with the word “Patches.” 


In equity. Action for trade-mark infringement and unfair com- 
petition. Appeal from a decision of the United States District 
Court, Western District of Tennessee. Modified. 


Wheeler, Wheeler & Wheeler, all of Milwaukee, Wis., and IH. ./. 


Livingston, of Memphis, Tenn., for The Shaler Company. 

Frank E. Liverance, Jr., of Grand Rapids, Mich., and John B. 
Snowden, II, of Memphis, Tenn., for Rite-Way Products, 
Inc., et al. 


Before Simmons, ALLEN, and Hamitton, Circuit Judges. 
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Simons, C. J.: By bill in equity, the appellant charged appellees 
with patent infringement,’ infringement of registered trade-mark 
and unfair competition. From a decree’.adjudicating the patent 
invalid and denying injunctive relief for trade-mark infringement, it 
appealed. An adjudication of unfair competition and its restraint 
is the subject matter of the cross-appeal. 

The appellant had registered in the United States Patent Office 
a trade-mark which included the designation ‘“‘Hot Patches,” together 
with the representation of heat waves emanating from the letters 
and a circular design containing a representation of the equipment. 
Subsequently, without waiving common law rights, it disclaimed the 
word ‘‘Patches” and the representation of the tool apart from the 
mark as shown. Also, without waiver of common law rights, it dis- 
claimed the words “Hot Patches” in a previous registration apart 
from a mark there registered of which the salient feature was a 
diamond-shaped design. While there is no specific provision for 


disclaimers in the trade-mark statute, the practice of using them 


has grown up in the Patent Office and has received the approval and 
commendation of the courts. Beckwith v. Commissioner of Patents, 
252 U. S. 588 [10 T.-M. Rep. 255]. It seems obvious that no one 
could be deceived as to the scope of a mark from which unregister- 
able matter had been deleted, and that the registrant would be pre- 


cluded by his disclaimer, from setting up in the future any exclusive 
right to the disclaimed part of it. Insofar as it is charged that the 
appellee infringed the trade-mark by the adoption in its advertising 
and labels of the phrase “Hot Patches,’’ we must hold with the court 
below that there was no infringement. 

This does not, however, reach the question of unfair competition. 
The manufacturer of particular goods is entitled to protection of the 
reputation they have acquired against unfair dealings, whether there 
be a technical trade-mark or not, the essence of the wrong being 
in the sale of the goods of one manufacturer or vendor for those of 
another. Elgin National Watch Company v. Illinois Watch Com- 
pany, 179 U. S. 665. There was evidence, and the court below 


1 The portion of the opinion relating to the patent infringement is here 
omitted.—Eb. 
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SHALER CO. V. RITE-WAY PRODUCTS, INC. 
found, that for many years the appellant had used the words ‘Hot 
Patches,’ extensively in connection with its merchandise; had 
spent large sums of money putting its products on the market; had 
established a nation-wide field of activity, accumulating numerous 
dealers in its products, and had introduced feature advertising 
stressing the words “Hot Patches.” It concluded from this that the 
phrase had acquired a secondary meaning denoting origin, and that 
its use or that of a substantial equivalent tending to deceive, was an 
invasion of the appellant’s right. We are not persuaded that there 
was error in his finding. 

The decree, however, not only restrained the use of the phrase 
“Hot Patches,” but also the phrase “Hot Shot,” or “Hot” and 
“Hot Shot” in combination with patches, even with intervening 
words. In this respect we think it was too broad. There is no 
resemblance between the phrase “Hot Shot” and “Hot Patches” 
except in the inclusion of the word “Hot” which is used to designate 
a multitude of commercial articles, either alone or in combination. 
To preclude the use of the phrase “Hot Shot” because of some 
resemblance to the phrase “Hot Patches,’ would give to the latter 
the full effect of a trade-mark while denying its validity as such. 
Standard Paint Company v. Trinidad Asphalt Manufacturing Com- 
pany, 220 U. S. 446, 461 [1 T.-M. Rep. 10]. The evidence dis- 
closed and the court found that the appellees had been guilty of no 
unfair competition in other respects. The adapters complained of 
were but unpatented articles of commerce, and their sale by the 
appellees was lawful. Since the Hanson patent is held invalid, no 
question of contributory infringement may arise from their use or 
sale. 

The decree below is amended freeing from restraint the word 
“Hot” or the phrase “Hot Shot” when used otherwise than in im- 
mediate and contiguous association with the word “Patches,” and 


the decree as so amended is affirmed. 
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Pu. ScuHNeEIpDeER BrewinGa Company v. Century Distituine Co. 
United States Circuit Court of Appeals, Tenth Circuit 


October 24, 1939 






































Trape-Marks—Wuo May Have—WHo.esaLeEr—Power To AssIGn. 
Although a trade-mark may not be assigned in gross and apart from 
the good-will of the business with which it is associated, nevertheless 
where the mark only identifies a portion of the goods sold by a par- 
ticular trader, who is not the manufacturer thereof, the mark may be 
assigned, along with the good-will associated therewith, to a person who 
will continue the sale of the same goods, without a transfer of the re- 
mainder of the business or the physical plant of the assignor. 


‘TRADE-M arKS—INFRINGEMENT—"‘CENTURY” AND “CENTURY CLUB,” UsEp 
RESPECTIVELY ON BEER AND Spiritvovs Liquors—Non-CONFLICTING 
Marks. 


Appellant began in 1908 to put out beer in Colorado, under the trade- 
mark “Century,” and from 1916, when the sale of beer became unlawful 
in that state, and until 1933 used the said mark on non-alcoholic, cerea! 
malt beverages, having registered the mark for such goods in the United 
States Patent Office in 1928, and since continued such use. 

Appellee and its predecessors began to use the words “Century Club” 
on distilled liquors in 1883, continuing such use up to the year 1914 on 
liquor purchased by it from distillers and sold at wholesale. Both ap- 
pellant and appellee had, through extensive advertising, identified the 
marks with their respective goods. Held that, in view of the difference in 
the labels, as well as in the beverages, there was no infringement; and 
the decision of the lower court dismissing the complaint and cross-com- 
plaint was affirmed. 





In equity. Action for alleged trade-mark infringement. On 
appeal from the United States District Court, District of Colorado. 
Affirmed. For the decision below, see 29 T.-M. Rep. 317. 


Albert J. Fihe, of Chicago, Ill., and Harry S. Silverstein, of 
Denver, Colo., for appellant. 

Edward S. Rogers, of Chicago, Ill. (Frank T. Miller, Val C. 
Guenther, and William T. Woodson and James H. Rogers, 
all of Chicago, Ill., and Wm. V. Hodges, Henry C. Vidal and 
Joseph G. Hodges, all of Denver, Colo.), for appellee. 


—- or 


Before Lewis, Puituips, and Brartron, Circuit Judges. 


Puituips, C. J.: Philip Freiler was engaged in the wholesale 
liquor business at Elgin, Ill., from 1883 to 1914. During that period 
he purchased whiskey from distillers and sold it at wholesale under 
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the trade-mark “Century Club.” On March 19, 1907, Freiler regis- 
tered the mark “Century Club” for distilled alcoholic liquors on an 
application filed April 20, 1905. Elgin became dry territory under 
local option in 1914 and Freiler discontinued his wholesale liquor 
business. He sold all his merchandise, labels, and advertising mat- 
ter to Henry A. Klein, of Chicago, for a valuable consideration. 
It does not appear that any written assignment of the registered 
mark was made to Klein. Klein continued the business at Chicago 
under the name of the Frieler Company from 1914 to the advent 
of national prohibition in 1919. He employed salesmen who had 
worked for Freiler, advised the trade by letter that he had taken 
over the Freiler business, and used the mark “Century Club” on 
whiskey sold under the trade-name Freiler Company. He also sold 
other brands under other trade-names. Freiler’s registration ex 
pired in 1927 and was not renewed. After the adoption of the 
Twenty-First Amendment to the Constitution of the United States, 
Klein again engaged in the wholesale liquor business through the 
Liquor Dealers Supply Company,’ an Illinois corporation, the stock 
of which was owned by Klein, his wife, and his son, and continued to 
use the mark “Century Club.” Twenty-five separate invoices of the 
Supply Company covering the sales of Century Club whiskey to its 
customers in May, 1934, were introduced in evidence. The Supply 
Company purchased the whiskey which it sold under that mark from 
the Century Distilling Company. No formal assignment of the 
mark ‘“‘Century Club” was made by Klein to the Supply Company, 
but he impliedly consented to its use by the Supply Company. On 
July 10, 1934, the Supply Company registered the trade-mark “Cen- 
tury Club” for whiskey and gin on an application filed April 3, 1934. 
In its statement the Supply Company claimed use of the trade-mark 
by it and its predecessors from May 1, 1883. 

Century Company was organized under the laws of Illinois on 
November 1, 1933. It built a modern distillery at Peoria, I1l., com- 
pleting it in January, 1934, and engaged in the distillation of whis- 
key, gin, and other alcoholic liquors. 


' Hereinafter referred to as the Supply Company. 
* Hereinafter referred to as the Century Company. 
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On July 25, 1934, the Supply Company, by written assignment, 
transferred to the Century Company its registered mark “Century 
Club” and the good-will associated with that mark. 

Ph. Schneider Brewing Company, a Colorado corporation is 
engaged in the manufacture and sale of beer at Trinidad, Colo. In 
1908 it adopted the word “Century” as a trade-mark for beer and 
used it continuously from that date until 1916, when the state of 
Colorado became dry territory. From 1916 until 1933 the Schneider 
Company used the mark “Century” on nonalcoholic cereal malt 
beverages containing less than one-half of one per cent of alcohol 
by volume, commonly called “near beer.” On August 9, 1932, the 
Schneider Company registered the mark ‘Century’ for nonalcoholic 
cereal malt beverages containing less than one-half of one per cent 
of aleohol by volume on an application filed July 11, 1928. Since 
1933 the Schneider Company has continuously used the name “Cen- 
tury” as a trade-mark for beer. 

Since 1934 the Century Company has carried on a nation-wide 
business in whiskey, gin, and other distilled alcoholic beverages iden- 
tified by the mark “Century.” Its products are well known and 
highly esteemed by the trade and public in general. Its sales have 
aggregated in excess of $3,000,000. It expends $150,000 annually 
in advertising its brands “Century” and “Century Club,” and those 
brands are well known throughout the United States. 

Since 1908 the Schneider Company has expended the sum of 
approximately $30,000 annually in advertising “Century” beer and 
“Century” near beer. 

On April 13, 1936, the Century Company applied to the United 
States Patent Office for registration of the trade-mark “Century” 
for gin. The Patent Office placed the application in interference 
with the registration of the Schneider Company of the mark “Cen- 
tury” for nonalcoholic cereal malt beverages. On May 17, 1938, 
the Examiner of Interferences decided the interference in favor of 
the Schneider Company. The decision of the Examiner of Inter- 
ferences was affirmed by the Assistant Commissioner of Patents on 
October 28, 1938. Thereafter, counsel for the Schneider Company 


’ Hereinafter referred to as the Schneider Company. 
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wrote letters to a number of the Century Company’s customers in 
Wyoming and Colorado asserting that the Schneider Company owned 
the mark “Century”; that the Century Company’s use of the word 
“Century” on whiskey and gin infringed the Schneider Company’s 
mark, and threatened suit against such customers unless they dis- 
continued selling Century Company’s goods labeled “Century” or 
“Century Club.” 

The Century Company does not now and never has engaged in 
the manufacture or sale of cereal malt beverages, and the Schneider 
Company does not now and never has engaged in the manufacture or 
sale of distilled alcoholic liquor. 

The Century Company brought this suit against the Schneider 
Company to establish its right to use the mark “Century” on dis- 
tilled aleoholic beverages and to enjoin the Schneider Company from 
interfering or attempting to interfere with such use. ‘The Schneider 
Company filed an answer and cross-bill in which it sought to estab- 
lish its exclusive right to use the mark “Century” on alcoholic 
beverages, including beer, whiskey, and gin, and to enjoin the Cen- 
tury Company from using the mark “Century” or any colorable 
variation thereof. 

At a pretrial conference a stipulation was entered into which 
reads in part as follows: 


The first user of the trade-mark “Century” or “Century Club” for dis- 
tilled aleoholie liquors was Philip Freiler of Elgin, Illinois, who used “Cen- 
tury Club” on whiskey as early as May 1, 1883, and established it as a well- 
known brand which had a wide distribution primarily in the states of 
Illinois, Wisconsin, Minnesota, Iowa, Indiana and Michigan. He continued 
its use on whiskey until the year 1914 when the City of Elgin voted dry 
under local option and he was compelled to discontinue the liquor business 
there. . 

By reason of plaintiff's wide use and exploitation of the trade-marks 
“Century” and “Century Club” in connection with whiskey, gin and alcohol, 
said trade-marks, as applied to such products, are the means by which they 
are identified and distinguished by the trade and public from whiskey, gin 
and aleohol produced by others; and as to whiskey, gin and alcohol, the 
trade-marks “Century” and “Century Club” refer and are understood by 
the trade and public to refer only to plaintiff's goods. 


Figure 1 shows a label used by the Century Company and is 


typical of the other labels used by that company. 
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It will be observed that the name and location of the Century 
Company prominently appear on the label. 


“Sel Your Own Saste TS QGou 


CENTURY 
CLUB 


oN 


) 


J? 


NINETY PROOF 


STRAIGHT BOURBON 
A''2 5 8049 


Loititled and Pottled Cy 
CENTURY DISTILLING CO. 


PEewreiA , ILL. 
Ficure 1 


Figure 2 shows a label used by the Schneider Company and is 
typical of the other labels used by that company. 

It will also be observed that the name and location of the 
Schneider Company prominently appear on the label. 

The labels used by the two companies bear no resemblance, ex 
cept both employ the word “Century.” 

The trial court found the facts as above stated. It entered a 
decree by which it adjudged that the Century Company is the owner 


of the mark “Century” as applied to distilled alcoholic beverages, 
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including whiskey, gin, and alcohol, and is entitled against the 
Schneider Company to the exclusive use of the mark “Century” as 
applied to distilled alcoholic beverages, and that the goods of the 


Century Company are distinguished from other goods of the same 


class by that mark, and enjoined the Schneider Company from in- 


CENTURY 


BOCK BEER 


PH SCHNEIDER BREWING CO. TRINIDAD. COLO 


UNION MADE 


Figure 2 


terfering or attempting to interfere with the Century Company's 
use of the mark “Century” in connection with distilled alcoholic 
beverages, and from interfering with Century Company's registra- 
tion of the mark “Century Club” for whiskey and gin. It dismissed 
the cross-bill of the Schneider Company. The Schneider Company 
has appealed. 

A trade-mark is a right appurtenant to a business or trade in 
connection with which the mark is employed. The right to a par- 
ticular mark grows out of its use. Its function is to designate the 
goods as the product of a particular trader and to protect his good- 
will against the sale of another’s product as his. United Drug Co. v. 
Rectanus Co., 248 U.S. 90, 97. 
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The United States statutes, 15 U. S. C. A. § 81, C. A. et seq., 
providing for the registration of trade-marks and the assignment of 
registered trade-marks neither confer nor limit substantive rights. 
They merely confer certain procedural advantages to the registrant. 


The substantive rights are determined wholly by common-law prin- 


ciples.* Registration does not create a trade-mark; neither is it 
essential to its validity. Armour & Co. v. Louisville Provision Co., 
6 Cir., 283 Fed. 42, 45. 

15 U. S. C. A. § 90 provides for the assignment of a registered 
trade-mark by an instrument in writing duly acknowledged. It fol- 
lows that the sale from Freiler to Klein did not pass Freiler’s regis- 
tered trade-mark. But Freiler’s common-law right will be pre- 
sumed to have passed without formal assignment, absent contrary 
evidence, with the sale and transfer to Klein of the business wit) 
which the mark had been identified.” : 

When Klein organized the Supply Company in 1933 as a family 
corporation, it continued the use of the mark with the implied con- 
sent of Klein and acquired the equitable right to the use of the mark, 
although no formal transfer was made from Klein to the Supply 
Company.° 

It may be stated as a general rule that a trade-mark may not be 
assigned in gross. It cannot be assigned separate and apart from 
the good-will with which it is associated. But where the mark only 
identifies a portion of the goods sold by a particular trader who is 
not the manufacturer thereof, the mark may be assigned, along with 
the good-will associated with the goods which the mark identifies, 
to a person who will continue to sell the same goods, without a trans- 


4 Pulitzer Pub: Co. v. Houston Printing Co., D. C. Tex., 4 F. (2d) 924, 
926; Anheuser-Busch, Inc. v. Cohen, D. C. Md., 37 F. (2d) 393, 396 [4 U.S. 
P. Q. 105]; In re Plymouth Motor Corp., Cust. & Pat. App., 46 F. (2d) 211, 
212 [8 U.S. P. Q. 14]; Andrew Jergens Co. v. Woodbury, Inc., D. C. Del. 
273, Fed. 952, 965 Id., 3 Cir., 279 Fed. 1016. 

5 United States Ozone Co. v. United States Ozone Co. of America, 7 Cir., 
62 F. (2d) 881, 885 [16 U.S. P. Q. 233]; Replogle v. Airway Co., D. C. App., 
287 Fed. 765, 767 [13 T.-M. Rep. 228]; Woodward v. White Satin Mills 
Corp., 8 Cir. 42 F. (2d) 987, 989 [21 T.-M. Rep. 5]. 

6 Solis Cigar Co. v. Pozo, 16 Colo. 388, 26 p. 556, 558; Menendez v. Holt, 
128 U. S. 514, 522; Brown Chemical Co. v. Meyer, 139 U. S. 540, 548. 
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fer of the remainder of the business or the physical plant of the 


assignor.’ 

The trade-mark “‘Century Club’ ’was associated with a particular 
brand of whiskey first sold and distributed by Freiler and later by 
Klein and the Supply Company. Freiler, Klein, and the Supply 
Company were not manufacturers of liquor. They were wholesalers 
of whiskey which they purchased from distillers. They used the 
mark to identify a particular whiskey and build up a good-will 
therefor in the states of Illinois, lowa, Wisconsin, Michigan, Minne- 
sota, and Indiana. The good-will and mark were associated with 
that particular whiskey. They were not connected with other dis- 
tilled liquors sold by Freiler, Klein, and the Supply Company under 
other brands. Sales were suspended during the period of national 
prohibition, but after the adoption of the Twenty-First Amendment, 
Klein, through the Supply Company, in May and June, 1934, again 
sold whiskey identified by the mark ‘Century Club” in the Supply 
Company registered “Century Club” as a trade-mark. At the time 


7 A. Bourjois & Co., Inc. v. Katzel, 260 U. S. 689, 692 [13 T.-M. Rep. 69] ; 
Tennant v. Dunlop, 33 S. E. 620, 626; Witthaus v. Braun, 44 Md. 303, 306. 
See, also, The Assignment of Trade-Marks and Trade-Names by Mr. Grover 
C. Grismore, Mich. Law Rev., Vol. 30, No. 4, p. 489. 

In Tennant v. Dunlop, supra, the court said: 

“That the good-will of a business and trade-marks of the character under 
consideration, which are incidents of the business, and not of the place of 
business or plant, with the right to use the latter in the manufacture or sale, 
as the case may be, of the merchandise to which they have been attached, 
may be sold separately from the plant or property, and also from the book 
debts, is, we think, not only sustained by the authorities, but is in accord 
with the tendency of the law, which is yet in a state of evolution, upon the 
subject of trade-marks, and their growing importance and increasing value 
in the commercial world.” 

In Browne, Trade-Marks, § 362, the law is thus stated: “A property in 
a trade-mark may be obtained by transfer from him who has made the 
primary acquisition, though it is essential that the transferee should be 
possessed of the right either to manufacture or sell the merchandise to which 
the trade-mark has been attached.” 

In Witthaus v. Braun, supra, the court said: 

“The mere sale of a trade-mark, apart from the article to which it is 
affixed, confers no right of ownership, because no one can claim the right to 
sell his goods as goods manufactured by another. To permit this to be 
done, would be a fraud upon the public. But where, as in this case, the 
trade-mark is assigned to the person who manufactured the tobacco, to 
which the trade-mark was affixed, there is no false representation to the 
public, because the tobacco is still manufactured at the same place, and by 
the same person. It is, in fact, the same article.” f 
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of the transfer of the mark to the Century Company the Supply 
Company had an established wholesale liquor business. As a part 
thereof it was selling a certain whiskey which it identified by the 
mark “Century Club” and which was manufactured by the Century 
Company. No doubt, the good-will established in respect to that 
whiskey and that mark prior to national prohibition in some degree 
inured to the Supply Company and was increased by its sales in 
1934. ‘The Supply Company assigned that good-will and the mark 
which identified the goods associated therewith to the Century Com- 
pany, the manufacturer of such goods. The goods are still manu- 
factured at the same place and by the same person and the mark 
still identifies those particular goods. There is no misrepresenta- 
tion to the public. Under the circumstances, we see no legal objec- 
tion to the transfer of the mark to the Century Company, together 
with the good-will associated therewith, although the Supply Com 
pany retained the remainder of its business and the good-will asso- 
ciated therewith. 

We conclude that the assignment from the Supply Company to 
the Century Company was valid and carried with it the common-law 
right acquired in the mark, first by Freiler, and later by Klein and 
the Supply Company. 

Finally, we are of the opinion that no confusion of goods is likely 
to result from the use by the Century Company of its labels employ- 
ing the word “Century” on distilled alcoholic liquors, and the use by 
the Schneider Company of its labels employing the word “Century” 
on cereal malt beverages. The test is whether the similitude in the 
labels would probably deceive a purchaser who exercises ordinary 
prudence, not the careless buyer who makes no examination.” There 
is no similarity in the two labels and the name of the manufacturer 
is prominently displayed on each label. It is inconceivable to us that 
an ordinary purchaser examining the Century Company labels and 
the Schneider Company labels would be deceived. 

The decree is affirmed. 

8 A. Leschen & Sons Rope Co. v. Fuller, 8 Cir., 218 Fed. 786; Turner & 
Seymour Mfg. Co. v. A. & J. Mfg. Co., 2 Cir., 20 F. (2d) 298; American 


Tobacco Co. v. Globe Tobacco Co., C. C. Mich., 193 Fed. 1015; 63 C. J. p. 
400, note 60. 
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[Tue Coca-Cota Company v. Los ANGELES BREWING CoMPANY, 


ET AL. 


United States District Court, Southern District of California, 


Central Division 


October 3, 1939 
CrapE-Marks—INFRINGEMENT—“Coca-Cota” and “Koxke”—ConFLicTinG 
Marks. 

The use by defendants of the word “Koke” to designate a beverage 
sold by them in competition with plaintiff's “Coca-Cola” held infringe- 
ment, inasmuch as the name “Koke” is commonly used when calling for 
plaintiff's product. 

[rapE-Marks—INFRINGEMENT—‘‘Coca-Coia” on BEvERAGES—V ALIDITyY. 

The name “Coca-Cola” is not so merely descriptive that its use re- 
mains of common right after public acquiescence for twenty years in 
plaintiff's exclusive appropriation. 

TrapE-Mark INFRINGEMENT—UsE or INFRINGING MARK AFTER NOTICE. 

Where defendants had been using the word “Koke” as a trade-mark 
on their beverage for not more than two years, and in November, 1938 
received notice of complainant’s claim of ownership and objection to 
such use, but, nevertheless, continued the sale of the product, held that 

) defendants were without equity to come into court to ask that the matter 
be deferred in order to adjust damages. 


In equity. Action for trade-mark infringement. Injunction 
granted. 


Edward S. Rogers, of Chicago, Ill., Frank Troutman, of Atlanta, 


Ga., and Earle M. Daniels, of Los Angeles, Calif., for plain- 


7 t tiff. 
4 Albert J. Fihe, of Chicago, Ill., for defendants. 
v McCormick, J.: The court believes that these matters are ad- 
e mittedly in the sound discretion of the court, to be exercised 
r } judicially and not arbitrarily. There is, however, a fixed principle 
it in patent law and I dare say it is applicable to trade-mark litigation 
d } as well. It has been applied in many cases by this court. That is 
| where there isn’t anything to be gained by prolonging litigation ex- 
cepting to afford one or the other of the litigants a respite and 
& | moratorium to suspend the enforcement of rights; but that is no safe 
" | criterion in determining the course that the court should follow on an 


application for a preliminary injunction. It usually applies in 
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patent litigation where there has been an adjudication of a patent 
and the only question at issue is one of infringement. ‘There the 
situation can be arrived at generally, except in so far as the question 
of infringement is concerned, just as securely and much more sat- 
isfactorily on the preliminary application as it can by a trial after 
a long hearing, expensive both as to time and money. 

What is there here that can be modified or changed or that needs 
any further exploration? What factual situation is there that could 
be any more definitely presented to the court in January than today? 
I think there is nothing. There may be many more affidavits filed on 
each side of the question. There may be a great deal of oral testi 
mony developed on both sides of the issue. There may be extensive 
arguments made as to the effect of those matters but, upon analysis, 
the same issue will be presented. If that is the case, it should be 
determined summarily. 

It seems to me that the argument of the respondents puts aside 
the adjudications of the Supreme Court of the United States, par- 
ticularly in this case of Coca-Cola Company v. Koke Company, 25+ 
U.S., page 143 [10 T.-M. Rep. 441], by Justice Holmes, as read by 
counsel this morning. Here we have the protective right adjudicated 
and adjudicated by the court of last resort in the country, and ad- 
judicated in 1920. The cases are filled with subsequent determina- 
tions of the valuable right of the use of this name ‘Coca-Cola.’ We 
have had many of them in this court and the Federal Reporters are 
replete with other instances where the right has been considered and 
uniformly adjudicated. It isn’t necessary to resort to the law 
books to determine that the use of this name “Coca-Cola” is a 
valuable property right, and I think the courts are entitled, under 
the case of Arizona v. California and other decisions, to use their 
own faculties when a question of such general notoriety is presented 
before them. So that the right to use the words “Coca-Cola” and 
the protective registration of those words is something beyond any 
question at this late date. 

As a result of that protection, there has developed something that 
is perhaps as valuable as the article or the name itself and that is 
the good-will that attends the property right. 
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The evidence before the court shows, and I think it shows it with- 
out conflict, that there are two of these affiants who, perhaps after 
some thought or maybe importunity, have modified their previous 
affidavits, but they have not modified them in any material aspect. 
The fact remains that the use of the word “Koke” is a general 
description and suggestion that the customer desires “Coca-Cola.” 
It is ridiculous to argue to the contrary under the evidence that is 
shown here and under what I think all of us know to be the fact. 
There are affidavits here by persons of professional pursuit, some 
of them lawyers who are meticulous in their description of what they 
want, whose minds are hypercritical, whose business it is to become 
critical. But they are not criterions in a situation of that kind as 
much as the ordinary individual, particularly the youthful individual. 
I think it is common knowledge that the tendency of the modern 
American youth to abbreviate indicates clearly that, when he calls 
for “coke” in a refreshment stand, he wants “Coca-Cola.” ‘There 
can’t be any question about that, seriously. There may be fine-spun 
arguments for the purpose of dispossessing a property right, but as 
far as substance is concerned there can not be any real question 
honestly asserted in a court of equity. 


I think Judge Dennison here in the case of Nashville Syrup Com- 


‘pany v. Coca-Cola Company | 4 T.-M. Rep. 323], in the Sixth Cir- 


cuit, has made some expressions which are pertinent to the motion 
before the court. This also pertains to the beverage and to the 
product and to the name that is in question here in this case. He 
said, on page 533 of the 215 Federal Reporter, the following: “We 
conclude that the name ‘Coca-Cola’ as applied to plaintiff’s product, 
while undoubtedly suggestive, is not so substantially and really 
deceptive as to invalidate the registered mark.”’ 

There was a question raised there which was somewhat aside 
from the question here and similar to the one discussed by Judge 
Ross of the Circuit Court of Appeals of the Ninth Circuit. Judge 
Dennison continues, on behalf of the unanimous court in this case, 
as follows: 


Closely connected with what has been said, but separately urged by 
defendant, is the claim that because in compounding its product defendant 
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has used coca leaves in considerable quantity and has used real cola nuts to 
furnish the caffeine, it must be permitted to calls its article “Coca-Cola.” 
This is really another aspect of the matter already decided. If the name is 
not so substantially and definitely descriptive (rather than suggestive) as 
to be deceitful if employed where the supposed description is not true, it 
follows that the name is not so merely descriptive that its use remains of 
common right after public acquiescence for twenty years in plaintiff's 
exclusive appropriation. Analogy is found in the illustration above quoted 
from counsel. Assuming that “Grape Nuts” has been exclusively used for 
a long period as the distinct name of a particular maker’s compound food, 
could a newcomer rightfully take away a part of the established trade by 
using the same name for his new compound, just because it contained some 
nuts and was flavored with grape juice? To us, a negative answer seems 
imperative, and no less so in the instant case. 


There is the principle, I think, that should govern us in the deci- 
sion here. If we ask ourselves, ‘““Why has the Los Angeles Brew- 
ing Company made use of the word ‘coke’ on its beverage?’’ there 
can only be one answer, truthfully, and that is that a tremendous 
good-will has been built up by the complainant in this case by that 
term. The public have used it synonymously with “Coca-Cola.” 


A boy or girl, and perhaps a man or woman, who goes into an estab- 


lishment to get a drink of “Coca-Cola,” will in many instances ask 


the dispenser for a “‘coke’” and the dispenser in nine cases out of 
ten will give them a “Coca-Cola.” There are some instances ad- 
verted to in these affidavits that indicate to the contrary, but I think 
in nine cases out of ten they will be served with “Coca-Cola. It 
seems to me that to permit that sort of practice would divest the 
complainants of perhaps one of the most valuable elements of their 
property right and it would be unconscionable, it seems to me, to do 
so. It would be lending the weight of a court of equity to a deceptive 
matter. It would be irreparably injurious to the complainant. 

It is said that these matters can be properly covered by damages. 
I am not sure that they could be properly covered by damages. The 
beverage of the Los Angeles Brewing Company may be more 
potable. It may be a more popular beverage and it is popularized 
upon the nickname of “Coca-Cola.”’ That is the very thing that the 
court is asked to prohibit. It seems to me there is no escape, gentle- 
men, when it comes to measuring the equities, as the court has 
already said, that the possibility of a change in the factual situation 


between now and the time of a hearing on the merits is out of the 
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question entirely. Either the court is right in deciding this ques- 
tion now or it never will be in position to decide it. It seems to me 
that in the interests of both sides of the case it should be decided 
now. 

The question of injury sometimes is weighed in applications in 
preliminary injunction and trade-mark cases. The question is, 


which will operate to cause the greatest injury? I think that ques- 


tion answers itself. Here is a product that is generally known 
nation-wide. No one mistakes the product. “Coca-Cola” has a 
definite, fixed meaning, which has grown up after many years of ex- 
ploitation and publicity. On the other hand, the use of this word 


“coke” by the Los Angeles Brewing Company has been only within 


the last two years, I believe, or about eighteen months. They had 
notice as early as November, 1938 that the complainants contended 
that the use of that name was an infringement of their property 
right and, yet, they saw fit to go forward and make these expendi- 
tures. It seems to me under that situation there isn’t much equity 
on their side in coming into court now and asking that the matter be 
deferred because there may be some adjustment of damages. 

I think the injunction, however, should extend only to the use 
of that word “coke.” I don’t believe there is anything else that the 
court should at this time undertake to prohibit. 

An injunction will issue accordingly restraining the use or sale 
or advertisement of a beverage of this type or any beverage for 
human consumption using the word “coke,” and you will prepare 
such an injunction. 


Werts Novetty ComMpany, INCORPORATED Vv. CHANDLER, ET AL., 
doing business as Universat MANUFACTURING COMPANY, ET AL. 
United States District Court, Western District of Missouri 
November 30, 1939 
Unrair Competition—Use or Mark on GAmeE or CHANCE—STATE STATUTES, 

Missouri—Svits— DEFENSES. 


The fact that complainant used its trade-mark “RO WO BO” on a 
game of chance played with concealed numbers held to have disentitled 
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it to enjoin defendants in an action for trade-mark infringement and 
unfair competition, inasmuch as the Missouri State Statutes (Section 
4314 R. S. No. 1929) prohibited lotteries or claims to drawing in the 
nature of a lottery. 

In equity. Action for alleged trade-mark infringement and 


unfair competition. On motion to dismiss complaint. Granted. 


Thomas L. Ryan, of Muncie, Ind., and Thomas E. Scofield and 
Henry L. Shenier, both of Kansas City, Mo., for plaintiff. 

Wright, Rogers & Margolin, all of Kansas City, Mo., for de- 
fendants. 


Reeves, D. J.: This is an action for an alleged improper use of 


a trade-mark and unfair competition. The defendants have moved 
to dismiss the complaint on the ground that the complainant is not 
entitled to the relief sought. 

An inspection of the complaint discloses that the complainant 
has been engaged continuously in offering “for sale a game of chance 
played with concealed numbers, for which game of chance it adopted 
a certain trade-mark, to-wit, ‘RO WO BO.’ ”’ 

It claims that it has not only acquired the right by adoption and 
use of said trade-mark, but that same has been registered in com- 
pliance with law, and that it now holds and enjoys the exclusive 
privileges in its use. 

In the argument on the motion it was pointed out that said trade- 
mark was used, as stated in the petition, “‘in games of chance,” and 
that it partook of the nature of a lottery. 

The Constitution of Missouri, Section 10, of Article XIV, pro- 
hibits lotteries and the General Assembly of the State of Missouri 
is in fact forbidden “to authorize lotteries or gift enterprises for 
any purpose.” Not only is the power to authorize lotteries with- 
held from the General Assembly of the state, but it is enjoined by the 
Constitution as follows: 


. . and shall pass laws to prohibit the sale of lottery or gift enterprise 
tickets or tickets in any scheme in the nature of a lottery, in this State. 


In pursuance of the constitutional provision, Section 4314, R. S. 
No. 1929 was enacted and it prohibits lotteries “‘or scheme of draw- 
ing in the nature of a lottery’ under penalty. 
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At common law, while lotteries were recognized as legal, yet 
nevertheless they were merely tolerated and not approved. Many 
of the States of the Union prohibit lotteries by constitutional provi 
sions. 

The Supreme Court of the United States in Stone v. Mississippi, 
101 U. S. 814, 1. e. 818, aptly fixed the status of lotteries in the 
judicial mind in the following language: 

If lotteries are to be tolerated at all, it is no doubt better that they should 
be regulated by law, so that the people may be protected as far as possible 
against the inherent vices of the system; but that they are demoralizing in 
their effects, no matter how carefully regulated, cannot admit of a doubt. 
When the government is untrammeled by any claim of vested rights or 
chartered privileges, no one has ever supposed that lotteries could not law- 
fully be suppressed, and those who manage them punished severely as viola- 
tors of the rules of social morality. 

This proceeding, being equitable, it is the duty of the chancellor 
to repel from the precincts of equity all iniquity. Counsel for the 
complainant, however, rely upon Youngs Rubber Corporation v. 
C. I. Lee & Co., 45 F. (2d) 103 [21 T.-M. Rep. 63]. This opinion 
upheld a device that had some legal functions. The court pointed 
out that so far as the complainant was concerned, protection for its 
legal uses alone was sought. Note the language of the court, 1. c. 
110: 


There can be no doubt that the general rule that one coming into equity 
must come with clean hands is confined to the conduct of the party in the 
matter before the court, and not to matters aliunde. 

In this case the complaint shows on its face that the complainant 
seeks the aid of a court of equity in the use of a device universally 
condemned as iniquitous. 

It is also suggested by counsel that the state wherein the com- 
plainant is domiciled does not proscribe lotteries. Equity is indif- 
ferent on that question. The same contention was made in Smith v. 
C. § O. Ry. Co., 39 U.S. 44, l. ec. 46. The court dismissed the con- 
tention with the following: 


The complainant asks the aid of a court of chancery to give effect to his 
judgment; and this no court of chancery will do, in violation of the estab- 
lished rules of equity. 


The complaint should be dismissed, and it will be so ordered. 
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GaLeNA Mra. Co. or Ivirnois (formerly known as GALENA AXLE 


Grease Co.) v. Superior O11 Works 
[104 F. (2d) 400] 


United States Court of Customs and Patent Appeals 
No. 4,216 


June 15, 1939 


Trape-MarkKs—CANCELLATION—APPEAL TO CourRT—J URISDICTION OF COMMIS- 


SIONER. 

Where, in a trade-mark cancellation proceeding under Section 13 of 
the Trade-Mark Act of February 20, 1905, the Commissioner of Patents 
affirmed the final decision of the Examiner of Trade-Mark Interferences, 
holding that the registrant was without qualification to obtain registra- 
tion under the ten-year proviso of that Act; and the appellant-registrant, 
under Section 9 of the Act and Section 4912 R. S. gave notice to the 
Commissioner of Patents of its appeal from his decision to the Court of 
Customs and Patent Appeals, and filed its reasons of appeal in the 
Patent Office; and the petitioner-appellee, under Section 4911, R. S. 
timely filed, in the Patent Office, a notice of its election to have all 
further proceedings conducted as provided in Section 4915 R. S., and 
a petition praying that the appeal so taken by the appellant-registrant 
be dismissed; and the Commissioner, pursuant to an uninterrupted prac- 
tice followed, by the Patent Office, during the eleven years that has 
elapsed since the enactment of Section 4911 R. S., as amended, granted 
the appellee’s request and entered an Order of Dismissal of the first 
appeal; all the steps recited in the foregoing have been taken prior to 
the change in Rule 149 of the Rules of Practice of the Patent Office, 
adopted October 10, 1938, Order No. 3445, and to the change in Rule 
XXV of the Court of Customs and Patent Appeals, adopted December 
5, 1938: Held, that the taking of the aforementioned steps by the appel- 
lant-registrant constituted the taking of an appeal by it to the Court 
of Customs and Patent Appeals, so far as the Patent Office was con- 
cerned, even though other steps remained necessary to be taken by the 
appellant-registrant, in order to perfect, in that Court, its first appeal; 
and held, further, that, by the taking of the first appeal, the jurisdiction 
of the Commissioner in the case had been so far ousted that he was with- 
out authority to comply with the mandate of the statute to dismiss the 
first appeal; and all action executed by him, subsequent to the taking of 
that appeal, so far as the issues herein involved are concerned, became a 
nullity; and, held, further, that the mandate of the statute to dismiss the 
appeal was meant to apply to the Court of Customs and Patent Ap- 
peals and that, by the appellant-registrant’s taking of its first appeal, 
that court acquired jurisdiction thereof for the purpose of dismissal of 
the same. 


TrapeE-Marks—C ANCELLATION—A PPEAL—FAILURE TO Fine TRANSCRIPT OF 


ReEcorp. 
Where, in a _ trade-mark-cancellation proceeding instituted under 
Section 13 of the Trade-Mark Act of February 20, 1905, the defeated 
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registrant, under Section 9 of the Act and Section 4912 R. S., gave notice 
to the Commissioner of Patents of its appeal from his final decision to 
the Court of Customs and Patent Appeals, and timely filed its reasons 
of appeal in the Patent Office, but failed to file in the said court, by way 
of perfecting its appeal therein, a transcript of the record and a peti- 
tion of appeal, as required by Rule XXV of that court; and the peti- 
tioner-appellee acting under Section 4911 R. S., timely filed, in the 
Patent Office, a notice of its election to have all further proceedings con- 
ducted as provided in Section 4915 R. S., and a petition praying that the 
appeal (hereinafter referred to as the first appeal) so taken by the 
appellant-registrant be dismissed; and the Commissioner granted the 
petitioner-appellee’s request and entered an Order of Dismissal of the 
first appeal; and where the appellant-registrant, within the thirty-day 
period prescribed by Section 4911 R. S., instituted, in the District Court 
of the United States for the District of Columbia, civil action, against 
the Commissioner of Patents, as sole defendant, and prayed therein that 
he be enjoined from cancelling the trade-mark registrations herein 
involved; all the steps recited in the foregoing having been taken prior 
to the change in Rule 149 of the Rules of Practice of the Patent Office, 
and to the change in Rule XXV of the Court of Customs and Patent 
Appeals, adopted December 5, 1938; and where, subsequent, to the 
changes in both these rules, the petitioner-appellee filed, in the Court of 
Customs and Patent Appeals, a motion praying that the first appeal be 
dismissed: Held that the appellant-registrant is authorized to continue 
this litigation, under Section 4915 R. S., and held, further, that the notice 
of election filed, under Section 4911 R. S., by the petitioner-appellee, 
requires the appellant-registrant to conduct all further proceedings, in 
this litigation, as provided in Section 4915 R. S., and held, further, that 
the first appeal is dismissed. 

‘RADE~M arkKsS—CANCELLATION—SECOND ApreAL—DIsMISsAL. 

Where, in a trade-mark cancellation proceeding instituted under 
Section 13 of the Trade-Mark Act of February 20, 1905, the defeatea 
registrant, under Section 9 of the act, and Section 4912 R. S., gave notice 
to the Commissioner of Patents, of its appeal (hereinafter referred to as 
the first appeal) from his final decision to the Court of Customs and 
Patent Appeals, and timely filed its reasons of appeal in the Patent 
Office, but failed to file, in the said court, by way of perfecting its first 
appeal therein, a transcript of the record and a petition of appeal, as 
required by Rule XXV of that court; and the petitioner-appellee, under 
Section 4911 R. S., timely filed, in the Patent Office, a notice of its elec- 
tion to have all further proceedings conducted as provided in Section 
4915. R. S., and, also, a petition praying that the first appeal so taken 
by the appellant-registrant be dismissed; and the Commissioner, pursuant 
to an uninterrupted practice followed by the Patent Office during the 
eleven years that had elapsed since the enactment of Section 4911 R. S., 
as amended, granted the petitioner-appellee’s request and entered an 
Order of Dismissal of the first appeal; and the appellant-registrant 
filed, with the Commissioner of Patents, a petition praying that such 
Order be vacated, which petition was denied, whereupon the appellant- 
registrant gave notice under Section 4912 R. S., to the Commissioner of 
its appeal (hereinafter referred to as the second appeal) to the Court 
of Customs and Patent Appeals, from the Commissioner’s Order of Dis- 











THIRTIETH TRADE-MARK REPORTER 


missal and his decision denying that that Order be vacated, and timely 
filed, in the Patent Office, its reasons of appeal; and where the appel- 
lant-registrant instituted, in the United States District Court for the 
District of Columbia, a civil action, against the Commissioner of Patents, 
as sole defendant, and prayed that he be enjoined from cancelling the 
trade-mark registrations herein involved; and where the appellant- 
registrant filed, in the Court of Customs and Patent Appeals, pursuant 
to Rule XXV thereof, a transcript of the record and a petition of appeal, 
in the matter of its second appeal, whereby the latter appeal was per- 
fected in that court; all said steps having been taken prior to the 
amendment of that Rule XXV on December 5, 1938; and where, sub- 
sequent to such amendment of Rule XXYV, the petitioner-appellee filed, 
in the Court of Customs and Patent Appeals, a motion praying that the 
second appeal be dismissed: Held, that the second appeal must be dis- 
missed and the petitioner-appellee’s motion to this effect is sustained. 
Trape-MarKks—CaNnCELLATION—APPEAL. 

In the case at issue, on the question whether appellant’s second 

appeal involved an appealable issue under the statute: quaere. 


Appeal from the Patent Office. Dismissed. 


E. W. Shepard (Henry M. Hualey and Ralph Munden, of coun- 
sel), of Chicago, Ill., for Galena Mfg. Co. of Ill. (formerly 
Galena Axle Grease Co.). 

James Hamilton, of Washington, D. C., for Superior Oil Works. 


Statement of the Case 

Galena Axle Grease Co., which, by change of name, became Galena 
Manufacturing Company of Illinois, obtained in the year 1905 under the 
ten-year proviso of the Trade-Mark Act of February 20, 1905, registration 
of the notation, Superior, as a mark applied to refined petroleum products. 
The registrant is hereinafter referred to as the Galena Company. Superior 
Oil Works filed, under Section 13 of that act, a petition for cancellation of 
the registration so obtained. Full proofs were submitted to the Patent 
Office by both parties to the cause; and the Examiner of Trade-Mark 
Interferences, after final hearing, held that the Galena Company was, at 
the time of making its application for registration, without qualification to 
obtain the registration sought. On appeal by the Galena Company to the 
Commissioner from the Examiner’s final decision, the Commissioner affirmed 
the latter; whereupon the Galena Company, acting under Section 9 of the 
Trade-Mark Act and Section 4912 R. S., gave to the Commissioner notice 
of its appeal (which is hereinafter referred to as the first appeal) to the 
Court of Customs and Patent Appeals, from the Commissioner’s final deci- 
sion of affirmance of the Examiner’s ruling, and timely filed in the Patent 
Office its reasons of appeal. Thereupon, Superior Oil Works, acting under 
the provisions of Section 4911 R. S., timely filed, with the Commissioner, a 
notice of its election to have all further proceedings conducted as provided 
in Section 4915 R. S., and a petition praying that the first appeal be dis- 
missed. Pursuing a practice that had been uninterruptedly followed by the 
Patent Office during the eleven years that had elapsed since the enactment 
of Section 4911 R. S., the Commissioner entered an Order of Dismissal of 
the first appeal. The Galena Company thereupon petitioned the Commis- 
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sioner that that Order be vacated; but the Commissioner denied the peti- 
tion. The Galena Company, acting under Section 4912 R. S., then gave to 
the Commissioner notice of its appeal (hereinafter referred to as the second 
appeal), to the Court of Customs and Patent Appeals, from the Commis- 
sioner’s Order of Dismissal and his refusal to vacate that Order, and timely 
filed in the Patent Office its reasons of appeal. 

Thereafter, the Galena Company brought in the Patent Office its motion 
asking that the forty-day period within which it was required, under Rule 
XXV of the Court of Customs and Patent Appeals, to file therein a 
transcript of the record and a petition of appeal in the matter of the first 
appeal, in order that the same might be perfected, might be enlarged; but 
the Commissioner denied this motion. The Galena Company filed at no time 
in the Court of Customs and Patent Appeals, either a transcript of the 
record or a petition of appeal in the matter of the first appeal; consequently, 
that appeal was never perfected under Rule XXV of that court. 

Near the expiration of the thirty-day period prescribed for the filing 
of a bill in equity, under section 4911 R. S., the Galena Company instituted, 
in the District Court of the United States for the District of Columbia, and 
against the Commissioner of Patents as sole defendant, a civil action, in 
and by which it was and is sought to enjoin the Commissioner from can- 
celling the registrations involved in this litigation. This civil action has 
not yet (December, 1939) been set down for trial. 

Later, October 10, 1938, the third paragraph of Rule 149 of the Rules of 
Practice of the Patent Office, which prescribes the practice to be followed, 
in case a notice of appeal has been given, under Section 4912 R. S., to the 
Commissioner, of an appeal to the Court of Customs and Patent Appeals 
and a notice of election has been filed with the Commissioner by an adverse 
party, acting under Section 4911 R. S., was amended so as to provide that 
the notice of appeal and the notice of election would, thereafter, together 
be transmitted by the Commissioner to the Court of Appeals, for such 
action as might prove necessary; and, afterwards (December 5, 1938), the 
court made a corresponding change in its Rule XXV. 

On November 17, 1938, the Galena Company perfected in the Court 
of Customs and Patent Appeals, under Rule XXV (and, therefore, before 
its amendment), the second appeal by filing a transcript of the record and 
a petition of appeal. The first appeal was never perfected. 

On December 31, 1938, Superior Oil Works filed in the Court of Customs 
and Patent Appeals a motion praying dismissal of the second appeal and a 
typewritten brief in support of that motion. The Galena Company filed a 
typewritten reply brief. In setting this motion down for a hearing before 
the court, the Clerk thereof informed the parties to the cause that the court 
would hear oral arguments upon the following points, namely: First: 
whether the decision of the Commissioner of Patents dismissing appellant's 
original appeal is appealable to this court. Second: whether the Commis- 
sioner of Patents had any jurisdiction to dismiss appellant’s original ap- 
peal. Third: whether said original appeal is subject to dismissal by either 
the Commissioner of Patents or this court. The Clerk further advised the 
parties as follows: “In explanation of points 2 and 3, the court desires 
argument upon the same for the reason that, if the Commissioner of Patents 
had no jurisdiction to dismiss the original appeal, then the election and ° 
motion to dismiss appellant’s original appeal, filed by the appellee under 
Section 4911, is before this court for consideration regardless of appellant’s 
second appeal.” The court, through its Clerk, later invited the solicitor 
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for the Patent Office to file a brief upon the second of the foregoing three 
points; and he did so. 

Afterwards, Superior Oil Works filed, in the Court of Customs and 
Patent Appeals, a motion to dismiss the non-perfected first appeal; and 
this motion was heard along with the motion to dismiss the perfected second 
appeal. 

Superior Oil Works, in the matter of the first of the three points pro- 
posed by the Court for argument, contended that the Order of Dismissal 
entered by the Commissioner was non-appealable, inasmuch as, first, there 
was no statutory authority for such an appeal, and, second, the Order of 
Dismissal was an interlocutory order and, therefore, non-reviewable. In 
the matter of the second of the three points, Superior Oil Works argued 
that the first appeal had been taken on August 22, 1938, when the Galena 
Company filed, with the Commissioner, its notice of appeal and its reasons 
for appeal; and that, inasmuch as the first appeal had never been per- 
fected in the court by filing a transcript of the record and a petition of 
appeal under Rule XXV thereof, the Commissioner retained jurisdiction 
to carry out the mandate of the statute (Section 4911 R. S.) to dismiss 
the appeal. Furthermore, Superior Oil Works contended that, inasmuch 
as the Galena Company had failed to perfect the first appeal in the Court 
of Customs and Patent Appeals under Rule XXV of that court before its 
change adopted December 5, 1938, by filing a transcript of the record and 
a petition of appeal, the said court had never acquired such jurisdiction over 
the appeal as empowered it to execute the mandate of the statute (Section 
4911 R. S.) and dismiss the appeal. On the third point, Superior Oil 
Works contended that the Patent Office, by following a practice for eleven 
years, that is, ever since the enactment of the statute, of dismissing ap- 
peals under the mandate thereof, had placed thereupon such a long-con- 
tinued administrative construction as was not to be overruled, unless 
plainly wrong; and that, therefore, the first appeal was subject to dismissal 
by only the Commissioner. 

The solicitor for the Patent Office, while not denying that the court had 
concurrent jurisdiction to dismiss the first appeal, argued that the Commis- 
sioner had jurisdiction, in the present instance, to enter his Order of Dis- 
missal of the first appeal, urging that all the papers relating to the case 
were in the Patent Office at the time of its entry; that such a construction 
was in accordance with the practice in the federal courts in those cases in 
which an appeal had been allowed but not perfected; and that it is well 
settled that the construction given to a statute, such as the one herein 
involved, by the official of the government charged with the duty of 
proceeding thereunder, at the time of its enactment and for years there- 
after, is entitled to weight in determining what is the proper construction. 
The solicitor for the Patent Office furthermore contended that the then 
recent change in the Rule of the Patent Office and the Rule of the court, 
with reference to the entry of the Order of Dismissal of an appeal, after 
notice of election by an adverse party, had no bearing on the question then 
under consideration. 

The Galena Company filed, in the clerk’s office of the Supreme Court of 
the United States a petition for a writ of certiorari to the Court of Cus- 
toms and Patent Appeals. This petition was denied, without opinion. on 
November 13, 1939.—Statement and syllabi prepared by Mr. James Hamil- 
ton, attorney for petitioner-appellee. 
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Buianp, J.: The questions involved here arise by virtue of two 
appeals by the Galena Manufacturing Company of Illinois (form- 
erly the Galena Axle Grease Co.), hereinafter referred to as the 
Galena Company, from the Commissioner of Patents who affirmed 
the decision of the Examiner of Interferences for Trade-Marks sus- 
taining petitions for cancellation of two trade-marks involving the 
word “Superior” which had been registered by the Galena Company. 

The first appeal was taken by the Galena Company for the hold- 
ing of the Commissioner of July 7, 1938. Pursuant to Sections 4912 
and 4913 of the Revised Statutes of the United States, the Galena 
Company on August 22 gave notice to the Commissioner of its ap- 
peal to this court and filed with him in writing its reasons for appeal. 
Shortly after that date the Galena Company filed with the Commis- 
sioner its praecipe for a transcript in connection with its said notice 
of appeal. 

On September 10, the Superior Oil Works filed a paper with the 
Commissioner entitled its “Notice of Election and Petition Asking 
Dismissal of Appeal” under Section 4911 of the Revised Statutes, 
in which notice election was made to have all further proceedings in 
the case conducted in accordance with Section 4915 of the Revised 
Statutes and a request was made that the Commissioner dismiss the 
appeal of the Galena Company. 

On September 13, the Commissioner issued an order dismissing 
the appeal. 

On September 24, the Galena Company filed its petition with the 
Commissioner to vacate his order of dismissal, which petition the 


Commissioner denied on September 27. On account of his denial of 


the petition the Commissioner has not forwarded the transcript 


requested in the above-referred-to praecipe. 

Within the statutory period for appeal from the Commissioner 
the Galena Company, on October 3, filed its notice of appeal to this 
court from the Commissioner's order of dismissal and from the 
Commissioner’s decision of September 27 denying the petition that 
the order of September 13 be vacated. At about this time the Galena 


Company filed its praecipe for transcript relating to its second 
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appeal and later filed a supplemental praecipe. On October 3, the 
Galena Company filed with the Commissioner a motion for extension 
of time for filing the petition of appeal and certified copy of the 


record in this court on the first appeal. The Commissioner promptly 


overruled said motion but stated that under certain circumstances the 
petitioner might renew its request for said extension of time. 

On October 6, the Superior Oil Works filed with the Commis- 
sioner its motion for dismissal of appellant’s second notice of ap- 
peal and for the denial of the request or praecipe for copies. 

On October 7, the Galena Company filed a civil action in the 
District Court of the United States for the District of Columbia 
entitled Galena Manufacturing Company of Illinois v. Conway P. 
Coe, Commissioner of Patents, praying that the court enjoin the can- 
cellation of its two aforesaid registered trade-marks. 

The Superior Oil Works on October 10, filed with the Commis- 
sioner a motion to dismiss appellant’s second notice of appeal, which 
motion was overruled. 

On November 19, within the time provided by this court’s Rule 
XXV, the Galena Company filed with the clerk of this court its peti- 
tion of appeal and a certified copy of the record with respect to the 
second appeal directed against the order of dismissal. Within the 
thirty days provided by Rule XXVI of this court respondent paid to 
the clerk the estimated amount of costs involved in the appeal. 

On November 25, counsel for the Superior Oil Works entered a 
special appearance in this court on behalf of the Superior Oil Works 
“for the purpose of raising the question of the jurisdiction of the 
court to entertain this appeal.” By reason of said special appear- 
ance, printing of the record was withheld pending the ruling of the 
court on the question of jurisdiction. 

On December 31, the Superior Oil Works filed with this court 
its motion to dismiss the second appeal. On March 3, 1939, the 
Superior Oil Works filed in this court a motion to dismiss the original 
appeal and on March 14 counsel for the Superior Oil Works filed 
in this court a paper requesting the clerk of the court to change his 


appearance from a special to a general appearance. 
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The pertinent statutory provisions are set out in the marginal 
note.’ 


1 Act of February 20, 1905, Section 9 (15 U.S. C. 89), reading as follows: 

Section 9. That if an applicant for registration of a trade-mark, or a 
party to an interference as to a trade-mark, or a party who has filed op- 
position to the registration of a trade-mark, or party to an application for 
the cancellation of the registration of a trade-mark, is dissatisfied with the 
decision of the Commissioner of Patents, he may appeal to the United States 
Court of Customs and Patent Appeals, on complying with the conditions 
required in case of an appeal from the decision of the Commissioner by an 
applicant for patent, or a party to an interference as to an invention, and 
the same rules of practice and procedure shall govern in every stage of such 
proceedings, as far as the same may be applicable. [Italics ours.] 

Section 4911, Revised Statutes (35 U. S. C. 59a) (relating to patents), 
reading as follows: 

Section 4911. If any applicant is dissatisfied with the decision of the 
Board of Appeals, he may appeal to the United States Court of Customs 
and Patent Appeals, in which case he waives his right to proceed under 
Section 4915 of the Revised Statutes. (U. S. C., title 35, Section 63.) If 
any party to an interference is dissatisfied with the decision of the Board of 
Appeals, he may appeal to the United States Court of Customs and Patent 
Appeals, provided that such appeal shall be dismissed if any adverse party 
to such interference shall within twenty days after the appellant shall have 
filed notice of appeal according to Section 4912 of the Revised Statutes 
(U. 8. C. title 35, Section 60), file notice with the Commissioner of Patents 
that he elects to have all further proceedings conducted as provided in Sec- 
tion 4915 of the Revised Statutes. Thereupon the appellant shall have thirty 
days thereafter within which to file a bill in equity under said Section 4915, 
in default of which the decisions appealed from shall govern the further 
proceedings in the case. If the appellant shall file such bill within said 
thirty days and shall file due proof thereof with the Commissioner of 
Patents, the issue of a patent to the party awarded priority by said Board 
of Appeals shall be withheld pending the final determination of said pro- 
ceeding under said Section 4915. [Italics ours.] 

Section 4915, Revised Statutes (35 U. S. C. 63) (relating to patents) 
reading in part as follows: 

Section 4915. Whenever a patent on application is refused by the Com- 
missioner of Patents, the applicant, unless appeal has been taken from the 
decision of the Board of Appeals to the United States Court of Customs and 
Patent Appeals, and such appeal is pending or has been decided, in which 
case no action may be brought under this Section, may have remedy by bill 
in equity, if filed within six months after such refusal; and the court having 
cognizance thereof, on notice to adverse parties and other due proceedings 
had, may adjudge that such applicant is entitled, according to law, to receive 
a patent for his invention, as specified in his claim or for any part thereof, 
as the facts in the case may appear. And such adjudication, if it be in favor 
of the right of the applicant, shall authorize the Commissioner to issue such 
patent on the applicant filing in the Patent Office a copy of the adjudication 
ind otherwise complying with the requirements of law. . . . [Italics ours.] 
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From the foregoing statement of facts it will be observed that 
there has been no petition of appeal or certified copy of the record 
filed in this court except as it appears as a part of the record in 
the instant appeal. We have before us in the instant appeal a cer- 
tified copy of the Galena Company’s notice of appeal filed August 
22, and the notice of election by the Superior Oil Works, filed 
September 10, 1938. 

It seems to us that all the issues raised and pressed here which 
we need to decide, will have been decided when we have determined 
two questions: First. Under the mandate of Section 4911 is it the 
duty of the Commissioner or of this court, under circumstances like 
those at bar, to pass upon the question of the dismissal of an appeal 
in a trade-mark proceeding where a notice of election has been filed 
in accordance with the provisions of said Section 4911? Second. 
Do the provisions of Section 4911 require that the Galena Com- 
pany’s first appeal be dismissed by reason of the election of the 
Superior Oil Works to have all further proceedings conducted under 
Section 4915? 

As has been pointed out by this and other courts, Congress in 
the enactment of said Section 4911 made no provision av to who 


should dismiss the appeal, in event it was one subject to dismissal, 


after an election had been made by an adverse party. We are in- 


formed that for many years the Commissioner passed upon the ques- 
tion of dismissing appeals under circumstances like those at bar 
while the Court of Appeals of the District of Columbia entertained 
the jurisdiction which we now have and that such action on the part 
of the Commissioner was authorized by the court. Prior to our 
amendment of Rule XXV, the Commissioner had continued to exer- 
cise the same authority on appeal to this court, although no rule was 
adopted by us on this subject. Prior to the amendment of Rule 
XXV, in some instances where the Commissioner had refused to dis- 
miss, we have passed upon the question of dismissal. This court 
and other courts in a number of decisions in certain interference 
‘ases in which notices of election had been filed, held that the ap- 


peals should not be dismissed for the reason that the party appealing 
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could not be required to proceed under Section 4915. In the light 
of these considerations, this court on December 5, 1938 (subsequent 
to the Commissioner’s order of dismissal involved here) amended its 
Rule XXV so as to require that the Commissioner certify to this 
court copies of the notice of appeal and the notice of election, and a 
rule to the same effect was adopted by the Patent Office. Since that 
date all matters with reference to the dismissal by virtue of the 
provisions of Section 4911 have been certified to this court and here 
docketed for such disposal as the cases might warrant. 

On the question as to whether or not it is the duty of this court 
to pass upon questions of dismissal under Section 4911, we think a 
comparatively recent decision of the United States Court of Appeals 
for the District of Columbia, United States ex rel. White v. Coe, 68 
App. D. C. 218, 95 F. (2d) 347, 489 O. G. 3 is quite persuasive. In 
that case Preston et al., defeated interferant-patentees took appeal 
to this court. White, as an adverse party, filed with the Commis- 
sioner a notice of election to have all further proceedings conducted 
under Section 4915. ‘The Commissioner refused to enter the order 
of dismissal of the appeal. White filed in the United States District 
Court for the District of Columbia a petition for a writ of mandamus 
seeking to compel the Commissioner to dismiss the appeal and to 
refrain from completing said appeal. That court dismissed the bill 
and upon appeal its judgment was affirmed. The question there 
presented was whether or not the Commissioner should require by 
mandamus to dismiss the appeal under the stated circumstances. 
The appellate court said: 

Appellant characterizes the appeal of Preston and Preston as alleged 
and attempted—apparently to support the theory that an appeal had not 
vet been taken, hence that the matter was still under the control of the 
Commissioner and, consequently, that it was subject to dismissal at his 
hands. This theory, if pressed to its logical conclusion, would defeat 
appellant’s own contention because—under Section 4911, as amended, upon 
which appellant relies—it is an appeal and not an alleged or attempted 
appeal which he seeks to have dismissed in his effort to invoke that section. 
The record reveals that Preston and Preston filed with the Commissioner a 
notice of appeal, which included an assignment of fifteen reasons of appeal. 
This constituted the taking of an appeal, and thereafter it was an appeal 


pending in the Court of Customs and Patent Appeals, within the meaning 
of Section 4915, R. S., as amended. Jensen v. Lorenz, 68 App. D. C. 39, 92 
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F.. (2d) 992; Bakelite Corporation y. National Aniline § Chemical Co., 
2 Cir., 83 F. (2d) 176. Consequently, appellant’s contention is without 
merit. 
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The section, it will be observed, does not specify who shall dismiss. It 
does not on its face require the Commissioner to dismiss, nor does it em- 
power him to do so. Ordinarily, an appeal can be dismissed only with the 
consent of the appellate court. United States v. Minnesota & N. W. R. R. 
Co., 18 How. 241, 59 U. S. 241, 11 L. Ed. 347. In such case, of course, 
the order of the court is carried out by its officer. By our rules, as 
well as by rules in other federal courts, the clerk is empowered to enter 
dismissal upon agreement of the parties, but, of course, that situation does 
not exist here. Our attention has not been called to any rule of the Court 
of Customs and Patent Appeals specifically authorizing the Commissioner to 
dismiss appeals in any case, although paragraph 1 of Rule XXV of that 
court provides that if the petition of appeal to that court and the record are 
not filed within the specified time, the Commissioner, on motion of the ap- 
pellee in inter partes cases, and upon his own motion in ex parte cases, 
“may take such further proceedings in the case as may be necessary to dis- 
pose of the same as though no notice of appeal had ever been given.” .. . 
It is therefore doubtful whether he has the power to dismiss even where 
one of two or more applicants in an interference proceeding elects to in- 
voke Section 4911, as amended. It has been ruled that under the sections 
here involved a patentee who has been defeated in an interference proceed- 
ing, may not proceed by bill in equity under Section 4915, as amended; that 
his only remedy is by appeal; that only applicants may resort to the 
remedy by bill in equity. MacGregor vy. Chesterfield, D. C. E. D. Mich., 31 
F. (2d) 791, approved by the Circuit Court of Appeals in Heidbrink v. 


McKesson, 6 Cir., 53 F. (2d) 321; Farmer v. Schweyer, Cust. & Pat. App., 
58 F. (2d) 1056; see also, Syracuse Washing Mach. Corporation vy. Vieau, 
2 Cir., 72 F. (2d) 410; Bloodhart v. Levernier, Cust. & Pat. App., 64 F. (2d) 
367. Since it is doubtful whether the Commissioner has power to dismiss 
when the parties are applicants, it is clear that it is even more doubtful 


whether the power exists when, as in the present case, the party who has 
appealed is a patentee. 

The court there held that an appeal to this court is taken when 
the notice of appeal and the reasons of appeal are filed with the 
Commissioner. To the same effect, and probably more to the point 
on the question as to when the appeal is taken, is Jensen et al. v. 
Lorenz et al., 68 App. D. C. 39, 92 F. (2d) 992, 482 O. G. 4538. In 
that case, Jensen et al., appellants, were involved in an interference 
with Lorenz et al., and Jensen et al., the defeated patentees, brought 
a bill in equity in the United States District Court for the District 
of Columbia under Section 4915 praying for an award of a patent. 
The bill stated that plaintiffs had not appealed to, and that no 


appeal was pending in, the United States Court of Customs and 
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Patent Appeals. It developed that Jensen et al. had filed their 
notice of appeal and reasons of appeal but failed to file, in ac- 
cordance with the statute and rules, a petition to this court within 
the forty days limit. The question presented was whether or not the 
plaintiffs below at the time of filing the bill in equity had taken 
such an appeal and whether such an appeal was pending or had 
been decided in this court. After considering the pertinent rules 
and statutory provisions, the court, among other things, said: 


It is our opinion that the plaintiffs took an appeal to the United States 
Court of Customs and Patent Appeals by force of the proceedings taken 
by them with the Commissioner. They served notice upon the Commissioner 
of their intention to appeal, and they filed in the Patent Office within forty 
days, which was the time required, their reasons of appeal specifically set 
forth in writing. Other steps were necessary to be taken in the Court of 
Customs and Patent Appeals to perfect the appeal, but, in so far as the 
Patent Office was concerned, the appeal had been taken by the action of the 
appellants as above set out. Bakelite Corporation v. National Aniline & 
Chemical Co., 83 F. (2d) 176, 177 (C. C. A. 2d). 

Other cases to the same effect such as Bakelite Corporation v. 
National Aniline & Chemical Co., 83 F. (2d) 176, 467 O. G. 3, 
might be cited. 

The Superior Oil Works argues that the Commissioner properly 
performed his statutory duty in dismissing the original appeal and 
that, strictly speaking, there was no appeal pending in this court, 
inasmuch as the same had not been perfected, and cites several au- 
thorities to support its contention, among them United States v. 
Nordbye, Judge, 75 F. (2d) 744; In re Hitchcock, 47 App. D. C. 
251, 247 O. G. 965; Nelson v. Berry, et al., 19 C. C. P. A. (Patents) 
1270, 59 F. (2d) 351, 424 O. G. 616; and Midland Terminal Ry. Co. 
et al. v. Warinner, 294 Fed. 185. We do not believe that these au- 
thorities support the contentions of the appellee. In every instance 
that we have observed where, after the filing of a notice of appeal and 
the assignments of error, or reasons of appeal as in the instant case, 
it was held that the court appealed from still had jurisdiction of the 
subject matter, it was in a proceeding where something remained to 


be done by that court to dispose of the case, other than dismissal. In 


the instant case we think the Commissioner had lost jurisdiction 


(except as is indicated by Rule XXV of this court) when the notice 











34 THIRTIETH TRADE-MARK REPORTER 


of appeal and reasons of appeal were filed, nor was his exercise of 
further jurisdiction in the premises analogous to the action of a 


court appealed from taking further steps in disposing of the issue 


involved. For the purpose of the application of the mandatory provi- 


sions of Section 4911, an appeal had been taken and the Commis- 
sioner had lost jurisdiction to comply with the mandate of the 
statute which we think was meant to apply to this court which had 
acquired jurisdiction for the purpose of dismissal. 

It is obvious that jurisdiction to dismiss could not rest at the 
same time in two tribunals. Appellee contends (and as we under- 
stand it, the Solicitor for the Patent Office, who has favored us with 
a brief at our request, agreed with this contention) that the right to 
consider the question of dismissal could rest in both tribunals at the 
same time. For instance, it is urged by the appellee that when the 
notice of election is filed the papers are with the Patent Office and 
that the Commissioner should dismiss and that if it transpired that, 
by virtue of the prompt filing of the notice of appeal and the trans- 
mission of record to this court all the papers were in this court before 
the filing of a notice of election, it would then become our duty to 
consider the question of dismissal. 

Surely, Congress did not intend that jurisdiction to determine 
the important question of dismissal should depend upon the prompt- 
ness or lack of promptness of litigants or the speed in preparing 
records in the Patent Office. The fact that no record may ever 
reach this court, as is the possibility in the case at bar in the first 
appeal, does not change the situation, Our Rule XXV expressly 
takes care of such a situation and authorizes the Commissioner, under 
certain circumstances, to proceed as if no appeal had been taken. 

Upon the first question, therefore, we hold that the Commissioner 
had no authority to dismiss said appeal and that all action taken sub- 
sequent thereto, as far as the issues here are concerned, became a 
nullity. 

As to whether or not appellant’s second appeal should be dis- 
missed upon the theory that the appeal did not involve an appealable 


question under the statute, it is unnecessary for us to decide, because 
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in any event, in view of our conclusion upon the second question 
presented, it would have to be dismissed. 

On the second question we, after very much reflection, are of the 
opinion that the first appeal must be dismissed. In deciding this 
issue we think it proper to state that few questions involving the 
application of the law relating to patents and trade-mark matters 
involve a more complicated situation than that presented here. In 
order that our position may be thoroughly understood it becomes 
necessary to review somewhat extensively the various holdings of 
the courts having a direct bearing upon the question presented. It 
must be remembered that there is no direct statutory authority for 
the dismissal of an appeal to this court under circumstances such as 
are at bar and that the only authority which can be invoked is by 
virtue of the above-quoted last sentence of Section 9 of the Trade- 
Mark Act of February 20, 1905: 
and the same rules of practice and procedure shall govern in every stage of 
such proceedings, so far as the same may be applicable. 

The law is well settled that a defeated patentee-interferant can- 
not proceed under said Section 4915 either voluntarily or by com- 
pulsion of his adversary. This question was first decided by this 
court in Farmer et al. v. Schweyer, 19 C. C. P. A. (Patents) 1247, 
58 F. (2d) 1056, 423 O. G. 932, and subsequently followed in our 
decisions in Bloodhart v. Levernier, 20 C. C. P. A. (Patents) 917, 
64 F. (2d) 367, 433 O. G. 510, and Preston et al. v. White, 25 
C. C. P. A. (Patents) 701, 92 F. (2d) 813, 486 O. G. 3. In the 
case of Farmer et al v. Schweyer, supra, we pointed out that in 
MacGregor v. Chesterfield, 31 F. (2d) 791, the District Court for 
the Eastern District of Michigan definitely held that a defeated 
patentee in an interference case cou.d not proceed under Section 
$915 and that Heidbrink v. McKesson, 53 F. (2d) 321, 412 O. G. 
839 (C. C. A.), was to the same effect. In Wettlaufer et al. v. 
Robins et al., 92 F. (2d) 573, 486 O. G. 461, the Circuit Court of 
Appeals for the Second Circuit expressed approval of our holding 
in Farmer et al. v. Schweyer, supra, and Bloodhart v. Levernier, 


supra. To the same effect was the holding of the Circuit Court of 
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Appeals for the Second Circuit in Syracuse Washing Machine Corp. 
et al. v. Vieau et al., 72 F. (2d) 410, 23 Pat. Q. 61. All the above- 
cited cases relate to the right of a patentee to proceed in equity after 
having been defeated in an interference proceeding. 

In, Pennzoil Company v. Hercules Powder Company, 25 C. C. 
P. A. (Patents) 968, 95 F. (2d) 339, 494 O. G. 243 [29 T.-M. 
Rep. 97], we had before us the question as to the analogy existing 
between patent and trade-mark cases on the question of procedure 
and the proper application of the last sentence in said Section 9 of 
the Trade-Mark Act, supra. There the Pennzoil Company, a de 
feated registrant in a trade-mark opposition proceeding appealed to 
this court, and the Hercules Powder Company had made its election 
to proceed under Section 4915. As far as we are advised, the ques- 
tion presented there had never been presented to any court. After 
reviewing Baldwin Co. v. Robertson et al., 265 U. S. 168, 327 O. G. 
5 [14 T.-M. Rep. 379], and other cases, it was held that a defeated 
opposer with a registered trade-mark could not be required by his 
adversary’s election to proceed under Section 4915. For the most 
part the decision was predicated upon the proposition that if it was 
not the intention of Congress to permit one with a patent to seek 
relief under Section 4915 as against some action in the Patent Office, 
by analogy it could not have been its intention in enacting the con- 
troverted language in Section 9 to authorize a defeated opposer- 
registrant to proceed under that section. 

In Baldwin v. Robertson, supra, the following was said: 


We have held that the assimilation of the practice in respect of the 
registration of trade-marks to that in securing patents as enjoined by Sec- 
tion 9 of the Trade-Mark Act makes Section 4915, R. S., providing for a 
bill in equity to compel the Commissioner of Patents to issue a patent, 
applicable to a petition for the registration of a trade-mark when rejected 
by the Commissioner. American Steel Foundries v. Robertson, 262 U. S. 
209; Baldwin Co. v. Howard Co., 256 U. S. 35, 39; Atkins & Co. v. Moore, 
212 U. S. 285, 291. 

The present case presents this difference. The defeated party in the 
hearing before the Commissioner is not asking registration of a trade-mark 
but is seeking to prevent the cancellation of trade-marks already registered. 
Section 9 provides for appeals to the District Court of Appeals not only for 
a defeated applicant for registration of a trade-mark, but also for a dis- 
satisfied party to an interference as to a trade-mark, a dissatisfied party 
who has filed opposition to the registration of a trade-mark and a dissatis- 
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fied party to an application for the cancellation of the registration of a 
trade-mark. It seems clear that the complainant below was a dissatisfied 
party to an application for the cancellation of the registration of a trade- 
mark. We think that both the applicant for cancellation and the registrant 
opposing it are given the right of appeal to the District Court of Appeals 
under that section. 

The next inquiry is whether, in addition to such appeal and after it 
proves futile, the applicant is given a remedy by bill in equity as provided 
for a defeated applicant for a patent in Section 4915, R. S. We have in the 
cases cited given the closing words of Section 9 a liberal construction in the 
view that Congress intended by them to give every remedy in respect to 
trade-marks that is afforded in proceedings as to patents, and have held that 
under them a bill of equity is afforded to a defeated applicant for trade- 
mark registration just as to a defeated applicant for a patent. It is not an 
undue expansion of that construction to hold that the final words were in- 
tended to furnish a remedy in equity against the Commissioner in every 
case in which by Section 9 an appeal first lies to the Court of Appeals. This 
necessarily would give to one defeated by the Commissioner as a party to an 
application for the cancellation of the registration of a trade-mark, after 
an unsuccessful appeal to the advisory supervision of the Court of Appeals, 
a right to resort to an independent bill in equity against the Commissioner 
to prevent cancellation. 

.... The applicants in Section 9 were of four kinds and to each of them 
were intended to be accorded the same resort to the Court of Appeals and 
the same remedy in equity as to the applicant for a patent in Section 4915. 
The inherent differences between trade-marks and patents should not 
prevent our giving effect to the remedial purpose of Congress in carrying 
out the analogies between the two classes of privileges to secure a common 
procedure. 


It will be noticed that the court stated in substance that a de- 
feated opposer-registrant. could proceed under Section 4915. This 
of course was obiter because a defeated opposer-registrant was not 
involved in that case. If we had regarded the Baldwin case as 
binding upon us in the Pennzoil case, it would have been necessary 
for us to have reversed in principle all the prior holdings of this 
court on that subject and to have ignored decisions of the other 
courts hereinabove cited. Regarding the above-quoted language 
relating to opposition cases as obiter as applied to the issue 
presented in the Pennzoil Co. case, we followed the logic and rea- 
soning of our prior decisions and held that the opposer-registrant’s 
appeal in this court should not be dismissed. We stated the follow- 
ing in the Pennzoil Co. case: 


If it were a matter of first impression, it might, with some plausibility, 
be argued that the phrase “and the same rules of practice and procedure 
shall govern in every stage of such proceedings, as far as the same may be 
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applicable” found in Section 9, supra, referred only to the rules of practice 
and procedure in the Patent Office and the United States Court of Customs 
and Patent Appeals, and was not intended to be an authorization for filing 
a bill in equity in matters relating to trade-marks. However, the Supreme 
Court of the United States, as above indicated, has definitely held that by 
virtue of the language used in said Section 9 and in Section 4915 the right 
to file a bill in equity challenging the correctness of Patent Office action 
relating to trade-mark matters is definitely granted. 

Briefly, the Baldwin case, supra, definitely held that a registrant 
defeated in a Patent Office cancellation proceedings had the right 
to proceed under Section 4915 after he had exhausted his remedy 
by appealing to the Court of Appeals of the District of Columbia. 
The law then authorized a defeated party in a patent case to have 
two appeals in the Patent Office and one appeal to the Court of 
Appeals of the District of Columbia and then the additional right of 
proceeding in equity under Section 4915. The history of the 
amendment made to Section 4911 and 4915 of the Revised Statutes 
is well recited in Hygienic Products Co. v. Coe, 66 App. D. C. 98, 
85 F. (2d) 264, 469 O. G. 765 [26 T.-M. Rep. 600], and Wett- 
laufer et al. v. Robins et al., supra, and need not be fully stated 
here. For the most part, the amendments were for the purpose of 
lessening the number of appeals and proceedings in patent matters. 
In 1927, Section 4911 was amended so as to provide that appeals 
from decisions of the Patent Office might be taken direct to the 
Court of Appeals in the manner that they are now taken to this 
court, in which instance no rights to proceed under Section 4915 
exists except upon the election of an adverse party. Section 4911, 
as amended, provides that if “any adverse party to such interfer- 
ence’ files its notice of election all further proceedings should take 
place under Section 4915. Section 4915 was amended in certain 
respects which are of no importance in the consideration of the in- 
volved controversy. 

The only difference between this case and the Baldwin case, 
supra, is that in that case the defeated registrant, Baldwin & Co., 
voluntarily filed a bill under Section 4915 after it had exhausted its 
remedy in the Court of Appeals, while in the instant case the Galena 
Company appealed here and appellee has attempted under its elec- 
tion rights to require the Galena Company to proceed under Section 











GALENA MFG, CO, V. SUPERIOR OIL WORKS 39 





1915. The Supreme Court in the Baldwin case held that Section 
1915 afforded a remedy to a defeated registrant who might file a bill 
under the section to prevent the cancellation of its trade-mark. 
Now, it is clear that under the holding in the Baldwin case, the 
Galena Company, if it had chosen, could have proceeded under Sec- 
tion 4915 instead of appealing to this court, and since this is true it 
would seem to follow that under the provisions of Section 4911, when 
appellee filed its notice of election the Galena Company could 
properly proceed under Section 4915, which, in what appears to be 
an abundance of caution, it has already done. 

As we view the decision in the Baldwin case, supra, the principle 
decided there cannot be distinguished from the one which, if that 
decision is followed, we are required to apply here. We are frank 
to say that if it were a matter of first impression, we would hold, as 
we did in the Pennzoil case, that the language used in Section 4915 
with reference to the character of decree authorized does not warrant 
the conclusion that Congress intended to authorize a defeated regis- 
trant in a cancellation proceeding to ask the equity court to prevent 
the cancellation of its mark. In effect, if the principle in the Bald- 
win case is applied, it would seem to suggest that the holdings of the 
Court of Appeals of the District of Columbia, the Circuit Courts of 
Appeals and this court on the right of a defeated patentee-inter- 
ferant to file its bill under Section 4915 were erroneous, but we do 
not feel at liberty to ignore the precise application of the Baldwin 
case to this issue, and, therefore, must hold that the Galena Company 
is authorized to proceed under Section 4915 and that appellee's 
election requires it to do so. 

In considering the precise issue decided in the Baldwin case, and 
the reasons assigned therefor, we have not overlooked the fact that 
there is a distinction to be observed between a defeated trade-mark 
registrant proceeding under Section 4915 and a defeated interferant- 
patentee. A defeated interferant-patentee, if required to proceed 
under Section 4915, would still have his patent regardless of any 
action that the equity court might take, while a defeated registrant 


in a trade-mark cancellation proceeding would lose his registration 
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which is the sole matter involved. A defeated cancellation-registrant 
such as the appellant here may be distinguished from a defeated 
registrant in an opposition proceeding such as was involved in the 
Hercules Powder Co. case, supra, in that no trade-mark is to be can- 


celled as a result of the opposition proceedings. 


For the reasons stated the so-called first appeal is dismissed. 
Since the first appeal is dismissed it follows that the second appeal 
(No. 4215) must also be dismissed and appellee’s motion to this 
effect is sustained. 

Dismissed. 


Lenroor, J., concurs in the conclusion. 





Tue Lonerini SuHor Mra. Co. v. Raymonp R. Rarcuirr, doing busi- 


ness as Ratciirr Propucts & Saves Co. 
United States Court of Customs and Patent Appeals 
Cancellation No. 3098 


December 26, 1939 


Trape-Marks—CanceLLATION—“Pia-Zure Trev” anp “Pieasure TrED” ON 
SHoes—ConrFuictinG Marks—EviIpENCE. 

In an action to cancel registration of the trade-mark “Pla-Zure Tred” 
on the ground of appellant’s prior use of the words “Pleasure Tred” for 
the same goods, where the evidence showed that appellant’s first sale of 
its shoes was made from samples about November 1, 1935, but no proof 
was given that such samples bore its trade-mark, and the evidence to that 
effect adduced in the testimony was withheld, held that appellant had 
failed to prove a date of use prior to that of appellee, and the Commis- 
sioner’s decision denying cancellation was affirmed. 


On appeal from a decision of the Commissioner of Patents in 
a cancellation proceeding. Affirmed. For the Commissioner's deci- 
sion, see 28 T.-M. Rep. 499. 


Frank Zugelter, of Cincinnati, Ohio, and Donald A. Gardiner, of 
Washington, D. C., for appellant. 


Truman A. Herron, of Cincinnati, Ohio, for appellee. 
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Hartrietp, J.: This is an appeal in a trade-mark cancellation 
proceeding from the decision of the Commissioner of Patents revers- 
ing the decision of the Examiner of Trade-Mark Interferences sus- 
taining appellant’s petition for the cancellation of appellee's regis- 
tered trade-mark “‘Pla-Zure Tred’ for use on shoes. 

Appellee’s mark was registered May 12, 1936, registration No. 
334,696, on an application filed November 22, 1935. 

Appellant’s trade-mark consists of the words “Pleasure Tred” 
for use on shoes. 

It is agreed by counsel for the parties that the involved trade- 
marks are confusingly similar, and that the sole issue requiring our 
consideration is priority of use. 

The cause was submitted by appellant on the testimony of the 
witnesses Charles Longini, vice-president and treasurer of the ap- 
pellant company, and A. J. Sachs, sales manager of the appellant 
company, and Exhibits Nos. 1 and 2. 

Appellee offered no evidence and relied upon the filing date 

November 22, 1935) of its application for the registration of its 
trade-mark to establish priority of use. : 

Appellant’s Exhibit No. 1 is an invoice of Anthony J. Fries, 
“General Engraver and Stamp Cutter,” of Cincinnati, Ohio, dated 
October 28, 1935, addressed to the appellant company, for “1 
Bottom Stamp” and “1 Insole Stamp” of appellant’s trade-mark 
“Pleasure Tred.” Exhibit No. 2 is an order, dated January 8, 1936, 
for appellant’s “Pleasure Tred” shoes given by the Midwest Shoe 
Company of Minneapolis, Minn. It is indicated thereon that the 
shoes were to be shipped by the appellant company on February 15, 
1936. Each of those exhibits was identified by the witness Longini. 

The witness Longini testified that, as early as June, 1935, Ray- 
mond R. Ratcliff, appellee, was aware that appellant had adopted 
and intended to use its trade-mark “Pleasure Tred” on its shoes. 
Relative to Exhibits Nos. 1 and 2, and appellant’s first sales of 
shoes under its trade-mark, the witness testified on direct examina- 
tion as follows: 





Q. 6. How long have you been manufacturing Pleasure Tred? 
A. Definitely, since October 28, 1935. 
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Q. 7. By “since October 28, 1935” what do you mean, that the shoe was 
completed at that time or that it was ready for production? <A. Well, we 
decided on the name around May, 1935, and it takes a period of months to 
produce a line under a certain trade-name. There is a lot of work to be 
done, lines to be developed, features to be incorporated in the line, and 
during that time we made various trips to see the trade, advising them of 
the new line which we were putting out under Pleasure Tred, and samples 
were completed and branded Pleasure Tred by October 28, 1935, and at that 
time the samples were shown under the brand Pleasure Tred, and our first 
sales began at that time definitely from samples. 


* . * 


Q. 18. When were these shoes ready for sale? A. In working out the 
details for the line, we naturally had to work out our sole stamp and sock 
lining stamp, and through the artists of the Anthony J. Fries Company, 
maker of steel dies, we had the complete sock lining and sole stamp dies 
completed by October 28, 1935, at which time we naturally had our sock 
lining ready, and as soon as the stamp came in, we finished our samples. 

Q. 19. Mr. Longini, I hand you a piece of paper and ask you what it is? 
A. Well, this is an invoice of the Anthony J. Fries Company, General En- 
graver and Stamp Cutter, for our bottom stamp and insole lining stamp 
for our Pleasure Tred dies. 

Q. 20. And that was delivered to you on October 28, 1935? A. Yes. 

- * * 

Q. 21. After the lining was completed, were the stamps immediately 
applied?: A. Immediately, yes. 

Q. 22. After the stamp was applied, when did you start to sell those shoes? 
A. Well, the line was completed for sale of Spring shoes, but before going 
out with the line, it usually costs anywhere from $3,000 to $4,000 to develop 
a new line, and especially a new line as this was to be. There are many 
details to be worked out. We had been traveling on the Pleasure Tred 
proposition since the early part of May, in lining up our accounts, telling 
them about the new line and getting their reaction on the Pleasure Tred 
name, and then as the samples were completed, we made our second trip 
with the samples and started selling the shoes, and they were sold firstly 
from samples beginning around November 1, 1935. 

Q. 23. You recall the name of the people you sold these shoes to? 
A. Well, the first bill of any consequence was sold to the Midwest Shoe 
Company of Minneapolis, Minn. 

Q. 24. Do you recall the date of that? A. First sale was made January 
8, 1936. 

Q. 25. Mr. Longini, what is this? A. This is an order blank for an order 
taken by me on January 8, 1936, in Chicago, at the National Shoe Show, sold 
to the Midwest Shoe Company of Minneapolis, Minn., of our Pleasure Tred 
line, giving them the privilege to sell our Pleasure Tred shoes in Min- 
neapolis, manufactured and made by us. 


* * * 


Q. 29. Will you state whether or not you have continued to manufacture 
and sell the line of shoes termed Pleasure Tred? A. Yes. 

Q. 30. Are you still manufacturing and selling that shoe? A. Yes. 

Q. 31. Have you attempted to have this trade-mark registered? A. Yes. 

Q. 32. Have you been successful? A. No. 
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Relative to Exhibit No. 2, the witness testified on cross-examina- 
tion that, although the order for “Pleasure Tred” shoes was taken 
January 8, 1936, the shoes were not then ready for delivery. He 
then testified as follows: ‘ 


XQ. 36. Then at that time you had no shoes bearing the name Pleasure 
Tred manufactured? A. Yes, we had made some shoes previous to that 
time. 

XQ. 37. Were there any sold? A. Yes. To the Spiegel, May, Stern Com- 
pany, of Chicago, II. ° 

XQ. 38. Have you any record showing that to be the fact? A. Well, these 
were samples ordered in August and shipped the end of October, 1935. 

XQ. 39. You, however, have nothing to show that these shoes bear the 
mark Pleasure Tred? A. Yes, I can get the details at the office. I have the 
letter written to Spiegel, May, Stern Company, stating that we were ship- 
ping them. 

XQ. 40. You previously stated that the order to the Midwest Shoe Com- 
pany was the first, did you not? A. I stated it was the first sale of any size. 

XQ. Mm Then you were in error that this was the first sale, were you not? 
A. No, I stated that the first bill of any size was sold to the Midwest Shoe 
Company of Minneapolis, Minn., but you asked me whether we had made 
any Pleasure Tred shoes before that time. We had made samples, which 
are shoes. 

XQ. 42. They were usually not sold? A. Yes. 

XQ. 43. Please state when these samples were sold. A. In Chicago, ap- 
proximately in July or August. 

XQ. 44. In July or August of what year? A. 1935. 

XQ. 45. How were these shoes stamped ? A. Pleasure Tred. Unques- 
tionably there is a misunderstanding—When I say a bill is sold and when 
the shoes are shipped. When a bill is sold, it does not mean that the shoes 
are to be shipped on that very day. We manufacture numerous shoes ac- 
cording to order, and sometimes it may be six or eight weeks before delivery 
is made. Now when these samples were sold by me to Spiegel, May, Stern 


Company, they were not shipped until October, until these dies were com- 
pleted. 


Appellant’s witness Sachs did not testify relative to the date of 
first use by appellant of its trade-mark “Pleasure Tred’’ on its 
shoes. The purport of his testimony is that Mr. Raymond R. Rat- 
cliff, appellee, had knowledge of appellant’s “Pleasure Tred” line 
of shoes in the early part of November, 1935; that the only comment 
made by Mr. Ratcliff at that time was: “I think you have something 
there’; and that no mention was made by Mr. Ratcliff that he had 
adopted or intended to use a trade-mark similar to appellant’s 
“Pleasure Tred” mark. 

The Examiner of Trade-Mark Interferences was of opinion that 


the testimony of the witness Longini was sufficient to establish that 
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appellant had used its trade-mark on its goods as early as October 
28, 1935, and, accordingly, sustained appellant’s petition for the 
cancellation of the registration of appellee's trade-mark. 

In reversing the decision of the Exdminer of Trade-Mark Inter 
ferences, the Commissioner of Patents stated in his decision that a 


“e 


trade-mark registration ‘“‘should not be lightly cancelled”; that the 


burden was upon appellant to establish that it had used its trade- 
mark on its goods prior to the filing date (November 22, 1935) of 
appellee’s application for the registration of its mark; that “where 
cancellation must rest upon the testimony of a single witness such 
testimony should at least be clear, consistent and free from uncer- 
tainty’; and that the testimony of Mr. Longini was not clear, con 
sistent, and free from uncertainty. The Commissioner then said: 

Knowing respondent’s filing date, it is almost inconceivable that peti- 
tioner’s counsel, if he thought it possible to prove a sale in October, 1935, 
would not have attempted to do so. Not only did counsel make no such 
attempt on his direct examination of Mr. Longini, but even after the wit 
ness had stated on cross-examination that such a sale had occurred no effort 
was made on redirect to explain counsel’s oversight or to supply details of 
the purported sale. Besides contradicting his previous testimony that peti- 
tioner’s first sale took place in January, 1936, Longini’s assertion that a sale 
was made in October, 1935, is inconsistent with his statement on direct 
examination that the dies with which the trade-mark was stamped on peti- 
tioner’s shoes were not received until October 28. That left petitioner just 
three days in which to complete, pack, and ship the order before “the end of 
October.” And while the exercise of such haste was, of course, possible, it 
seems sufficiently improbable to require explanation. 

Petitioner’s. case was simple to prove, and doubts created by its own 
record, or by the absence therefrom of material evidence that was within its 
control, must be resolved against petitioner. Applying that rule, I do not 
think the proofs submitted entitled petitioner to the relief here sought. 


It was alleged by appellant in its petition for cancellation that 
appellee was not entitled to use the trade-mark “Pla-Zure Tred” on 
shoes on the date it filed its application for registration (November 
22, 1935) for the reason that appellant, as early as October, 1935, 
had adopted and used its trade-mark ‘“‘Pleasure Tred” on shoes. 

In view of the state of the record, the precise question presented 
for our determination is whether the evidence submitted by appellant 
is sufficient to establish that it had adopted and used its trade-mark 
on its goods prior to appellee’s filing date—November 22, 1935. 
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It will be observed from the quoted testimony that the witness 
Longini stated that appellant had been manufacturing “Pleasure 
Tred” shoes “Definitely, since October 28, 1935.” When asked on 
direct examination to explain what he meant by such statement, he 
said that ‘samples were completed and branded ‘Pleasure Tred’ by 
October 28, 1935, and at that time the samples were shown under 
the brand ‘Pleasure Tred,’ and our first sales began at that time 
definitely from samples” (italics ours); that the stamps for affixing 
its trade-mark to its shoes were delivered to appellant on October 
28, 1935; and that the “stamps” were immediately applied to 
samples. In reply to the question: “After the stamp was applied, 
when did you start to sell those shoes?’’ the witness stated “they 
were sold firstly from samples beginning around November 1, 1935.” 

Italics ours.) When asked if he recalled the name of anyone to 
whom such shoes were sold, he replied: ‘“Well, the first bill of any 
consequence was sold to the Midwest Shoe Company of Minneapolis, 
Minn.” He then stated that such sale was made on January 8, 
1936. It will be recalled that appellant received an order (Exhibit 
No. 2), dated January 8, 1936, from the Midwest Shoe Company 
for ‘Pleasure Tred” shoes, the shoes to be shipped February 15, 
1936. 

It is apparent that on direct examination the witness was testify- 
ing with regard to sales made as a result of displaying sample shoes. 
He did not testify on direct examination that appellant had, at any 
time, sold any sample shoes bearing its trade-mark. 

On cross-examination, however, the witness stated that samples 
of appellant’s “Pleasure Tred’’ shoes were sold to the Spiegel, May, 
Stern Company of Chicago, IIl., in July or August, 1935, and that 
such samples bearing the trade-mark “Pleasure Tred’’ were shipped 
to that company “‘the end of October, 1935.” When asked if he had 
anything “to show”’ that those samples bore the trade-mark “Pleasure 
Tred,’ the witness replied: ““Yes, I can get the details at the office. 
I have the letter written to Spiegel, May, Stern Company stating 
that we were shipping them.” 

Neither the letter referred to by the witness nor any other 


documentary evidence relative to the sale and shipment of the sample 
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shoes bearing the ‘Pleasure Tred” trade-mark to the Spiegel, May, 
Stern Company was introduced by appellant. 

Counsel for appellant argues that “‘great probative force’ should 
be given the testimony of the witness Longini as to the sale and 
shipment of the sample shoes to the Spiegel, May, Stern Company, 
because it was adduced on cross-examination, and that, because 
counsel for appellee did not request the witness to produce the letter 
referred to in the testimony, the testimony of the witness ‘“‘must be 
accepted as conclusive”; whereas, counsel for appellee argues that, 
due to the failure of appellant to produce the letter referred to by 
the witness, the fair presumption is that had it been produced it 
would have been detrimental to appellant’s case. In support of his 
contention, counsel for appellee calls attention to the following 
from Jones on Evidence, Fourth Edition, Vol. 1, Section 19, page 


19: 


Section 19. Withholding evidence.—There is a recognized legal presump- 
tion that a party will produce evidence which is favorable to him if such 
evidence exists and is available. And the mere withholding or failing to 
produce material evidence which is available and would, in the circumstance 
of the case, be expected to be produced, gives rise to a natural inference- 
less forceful than that arising from the destruction, fabrication or suppres- 
sion of evidence in which other parties have a legal interest but constantly 
acted upon by the courts—that such evidence is held back because it would 
be unfavorable or adverse to the party withholding it. 


The rule relative to the “‘Failure to Produce Most Satisfactory 
Evidence” is stated in 22 C. J. Section 55, page 115, as follows: 

Where it is apparent that a party has the power to produce evidence of 
a more explicit, direct, and satisfactory character than that which he does 
introduce and relies on, it may be presumed that if the more satisfactory 
evidence had been given it would have been detrimental to him and would 


have laid open deficiencies in, and objections to, his case which the more 
obscure and uncertain evidence did not disclose. 


See Clifton v. United States, 45 U. S. 242; Backus v. Owe Sam 
Goon, 235 Fed. 847. 
Testimony adduced on proper cross-examination is to be re- 


garded as though it were adduced on direct examination. How- 


ever, if the cross-examination is extended beyond its proper scope, 


the cross-examiner makes the witness his own and is bound by 
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undisputed testimony thus adduced. 70 C. J. Section 790, page 
618, cases cited in footnotes thereunder. 

In the instant case it is clear that the cross-examination of the 
witness Longini was not extended beyond its proper scope. Ac- 
cordingly, the testimony of the witness that sample shoes bearing 
the trade-mark “Pleasure Tred” were shipped the “end of October, 
1935,” should be considered as though adduced on direct examina- 
tion. 

We are of opinion, therefore, that the rule hereinbefore stated, 
relative to the failure to produce the most satisfactory evidence, is 
here applicable, and that had the documentary evidence to which 
reference was made on cross-examination by the witness Longini 
been produced it would have been detrimental to appellant’s case. 

In conclusion, we think it proper to observe that counsel for ap- 
pellant must have known that, at the conclusion of the direct exam- 
ination of appellant’s witnesses, appellant had failed to make a 
case. It is a fair assumption then, we think, that, had appellant 
made a sale of sample shoes to the Spiegel, May, Stern Company of 
Chicago, Ill., and shipped sample shoes bearing the trade-mark 
“Pleasure Tred” to that company the “end of October, 1935,” such 
fact would have been brought out on the direct examination of the 
witness Longini had counsel for appellant been informed of such 
sale and shipment. Due to its importance in this case, it is incon- 
ceivable that, had such shipment been made, counsel for appellant 
would not have been informed of that fact prior to the direct 
examination of appellant’s witnesses. 


We are of opinion that the Commissioner of Patents reached the 
right conclusion, and his decision is affirmed. 
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GENERAL Foops Corporation vy. CAsEIN CoMPANY oF AMERICA, INc. 
United States Court of Customs and Patent Appeals 
Opposition No. 16,228 
December 26, 1939 


Trape-Marxks—Opposirion—“Certro” anp “Crertora’—Conruictinc Marks. 
The word “Certora” held to be confusingly similar to “Certo,” both 
marks being used on food products. 
Trape-Marxs—Opposition—PeEctin Propucr anp Dry SkimmMep MILK IN 
Powver Form—Goopns or Same Descriptive Properties. 
A pectin product for making jams and jellies held to be of the same 
descriptive properties as dry skimmed milk in powder form. 
On appeal from a decision of the Commissioner of Patents in an 
opposition proceeding. Reversed. For the Commissioner’s decision 
see 28 T.-M. Rep. 457. 


Mansfield C. Fuldner, of New York City, and Thomas L. Mead, 
Jr., of Washington, D. C., for appellant. 
Mazwell Barus, of New York City, for appellee. 


Jackson, J.: This is an appeal in a trade-mark opposition pro- 
ceeding from the decision of the Commissioner of Patents affirming 


the decision of the Examiner of Interferences and holding that ap- 


pellee is entitled to the registration of the trade-mark ‘“‘Certora” for 
use on “dry skimmed milk.” 

In its application appellee alleges use by it of the said trade- 
mark since July 6, 1936. 

In its notice of opposition appellant alleges that it and its pre- 
decessors have continuously used, since on or about March 25, 1921, 
the trade-mark “Certo” as applied to a pectin product for making 
jams and jellies and that the product so marked has been exten- 
sively advertised and widely sold throughout the United States; that 
its said trade-mark has acquired and continues to have great value. 

The said mark “Certo” has been duly registered in the United 
States Patent Office as follows: 


No. 152,479, February 28, 1922. 
No. 152,937, March 7, 1922. 
No. 228,213, May 24, 19927. 
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The notice of opposition alleges that the word “Certora” so 
nearly resembles the registered mark “Certo” as to be likely to cause 
confusion and mistake in the mind of the public and to deceive pur- 
chasers and further alleges that the registration of appellee’s mark 
applied to “dry skimmed milk’’ which is a food product and goods 
of the same descriptive properties as those of appellant would be 
injurious to appellant. These allegations are denied by appellee’s 
answer. 

Testimony was taken by both parties. The record shows that the 
goods of appellant consist of liquid fruit pectin put up in small 
bottles and intended for retail sale for household use in the making 
of jams and jellies. The pectin of appellant is a product obtained 
from apples, and when it is added to the substances from which 
jellies and jams are made, the jellies “jell” and the jams “jam” 
more easily. 

The testimony of appellee shows that the merchandise to which 
its trade-mark is applied is a form of dry skimmed milk in powder 
form made by the “roller” process. The said product made by this 
process is claimed to possess properties which are not possessed by 
dry skimmed milk in powder form made from other processes such 
as the “spray process.” It was testified that the “roller” process 
dry skimmed milk is not suitable for ordinary household use because 
of the fact that it is not entirely soluble and it would be difficult for 
a woman to handle it. It is sold solely through the sales organiza- 
tion of appellee and only in 200-pound barrels. The sales are made 
directly to consumers which are, for the greater part, the baking 
industry for use in making bread, and, to a lesser extent, milk.choco- 
late manufacturers. The record further shows that during the 
World War appellee sold a “spray” process skimmed milk in one- 
pound packages for household consumption. These sales were dis- 
continued shortly after the war for the reason that the demand was 
insufficient for the product. It may be, however, that the insuffi- 
ciency of demand might have been caused by trade conditions, as it 
appears to be indicated in the record that dry skimmed milk made 
by the “spray” process is probably suitable for household use. The 
description of the goods as shown in the application to be “dry 
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skimmed milk” was believed by the Examiner to be controlling upon 
the question of the identity of the goods of appellee, here in issue, 
sold under the trade-mark ‘“Certora.” 

Upon the record the Examiner stated as follows: 


Nevertheless, the differences in the specific characteristics of the respec- 
tive goods and the differences in the marks are here deemed to be cumula- 
tive. The examiner is persuaded that the cumulative effect of these dif- 
ferences is sufficient to justify the conclusion that the marks may be honestly 
used in trade by the parties without any reasonable likelihood of confusion. 
The record seems to show that the applicant adopted and has used the mark 
it seeks to register in good faith and it must be here presumed that it will 
continue to be honestly used by the latter. 

In accordance with his above quoted reasons, the Examiner of 
Interferences held that appellee is entitled to the registration for 
which it applied. 

The decision of the Commissioner held that the marks of the 
parties are obviously quite similar but that the respective goods are 
not of the same descriptive properties, citing as authority B. F. | 
Goodrich Co. v. Hockmeyer, et al., 17 C. C. P. A. (Patents) 1068, 
40 F. (2d) 99 [20 T.-M. Rep. 205], and for this reason the decision 
of the Examiner of Interferences was affirmed. 

We agree with the Commissioner that the words “Certo” and 
“Certora” are quite similar, but in view of the wording of the ap- 
plication we cannot hold that the goods to which “Certora’’ may be 
applied are not of the same descriptive properties as those to which 
“Certo” is applied. 

It may be, as was held by the Commissioner, that dry skimmed 
milk made by the “roller’’ process, sold directly to the baking and 
milk chocolate trade in 200-pound barrels, does not possess the same 
descriptive properties as the goods of the appellant. But appellee 
in its application does not limit the use of the word “‘Certora”’ to 
such merchandise. As the application is worded the trade-mark 
sought to be registered could be applied to dry skimmed milk made 


‘ 


by any process, including that made by the “spray” process. Goods 


of appellee made by the last mentioned process have been put up in 


one-pound packages and sold in retail grocery stores for household 
use. It is not shown in the record that the sale of the small package 
of “spray” process dry skimmed milk was discontinued because of 
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inherent characteristics of the powder or that it was in any manner 
unsuitable for household use. 

We are of the opinion that the dry skimmed milk powder which 
was sold in grocery stores possesses the same descriptive properties 
as the goods of the appellant to which the word “Certo” is applied. 
Both are food products; both were apparently sold in the same stores 
to the same class of consumers; both were inexpensive and put up 
in small containers. Since the words ‘Certo’ and “‘Certora’” are 
similar in appearance and sound, and since the “spray” process 
skimmed milk product is of the same class and possesses the same 
descriptive properties as the goods of the appellant, it is our opinion 
that confusion as to their origin would be likely and purchasers could 
be misled or deceived. 

The proposed registration includes no restrictions as to the size 
or type of containers, the class of purchasers to be reached, or the 
manner of sale. It would, in our opinion, have been a simple matter 
to so draft the application of appellee that the word “Certora” would 
be applied to “roller” process skimmed milk, sold in bulk to the 
baking and chocolate making industry, if it had been the intention 
of the appellee to confine the application of its trade-mark to that 
kind of merchandise. Such was evidently not the intention. 

On the record here, if registration were granted appellee would 
obtain all the advantages accruing to the registration of its trade- 
mark, not only in marketing its “roller” process dry skimmed milk 
powder in the manner and form in which it does, but also in market- 
ing dry skimmed milk made by “spray” or any other process and in 
any kind or size of container, including a bottle. 

The scope of use of the word “Certora” as set forth in the ap- 
plication, together with a careful examination of the record and the 
briefs and authorities cited, convinces us that the goods as described 
in appellee’s application and the goods of appellant possess the same 
descriptive properties and since the words “Certo” and “Certora’”’ 
are obviously quite similar, in our judgment the opposition of appel- 
lant should have been sustained. The decision of the Commissioner 
of Patents is therefore reversed. 
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Krart-PHentx CHEESE CorPoraTION v. CONSOLIDATED BEVERAGES, 


Lrp. 
United States Court of Customs and Patent Appeals 
Opposition No. 16,406 


December 26, 1939 


Trapve-Marxs—Oprosirion—“O-Kere-Dokere” anp “O-Ke-Doke”—Nownat- 
coHoLic BeveraGes AND CueEgEsE-Coatep Porcorn—Goops or Dir- 
FERENT Descriptive PROPERTIES. 

Nonalcoholic maitless beverages sold as soft drinks, and syrups and 
extracts for making the same held to be of different descriptive proper- 
ties from cheese-coated popcorn. 

On appeal from a decision of the Commissioner of Patents in an 
opposition proceeding. Affirmed. For the Commissioner’s decision 
see 28 T.-M. Rep. 610. 


Charles E. Riordon, of Washington, D. C., and Cyril A. Soans 
and William E. Anderson, both of Chicago, Ill., for appel- 
lant. 

Eugene E. Stevens, of Washington, D. C., for appellee. 


Jackson, J.: This is an appeal from a decision of the Commis- 
sioner of Patents affirming that of the Examiner of Interferences dis- 
missing the opposition of appellant which sought to prevent the 
registration by appellee of the mark “O’Kee-Dokee.” The appli- 
cation alleges use of the mark sought to be registered since January 
2, 1936 for “Nonalcoholic maltless beverages sold as soft drinks and 
syrups and extracts used in making the same.” 

Appellant, owner of the registered trade-mark ‘“‘O-Ke-Doke’”’ 
issued November 19, 1934, alleges in its notice of opposition that 
the goods mentioned in the application of appellee are of the same 
descriptive properties as the products of the appellant, and that the 
mark of the appellee so closely resembles the mark of the appellant 


as to be likely to cause confusion in the mind of the public and to 
deceive purchasers. 


These allegations of appellant are traversed by answer. Both 
parties took testimony and many exhibits are in evidence. 
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The goods which appellant alleges possess the same descriptive 
properties as the soft drinks of the appellee are, for the greater part, 
cheese-coated popcorn, although there is testimony that some cheese 
flavoring is sold and sprayed on popcorn. All of the aforesaid 
cheese-flavored popcorn, however, is sold under the trade-mark of 
the appellant. The merchandise which appellant principally relies 
on his cheese-coated popcorn, the record showing that it is in part 
sold in cans and small bags to, and retailed by, chain and drug 
stores such as handle soft drinks. It was testified that it is sold 
by appellant in greater part to the tavern trade and is highly recom- 
mended by appellant for serving with beverages. It is advertised 
as ““‘An amazing thirst creator and appetizer .... it speeds up 
orders. Keep “O-Ke-Doke”’ on the bar; serve it at tables.” 

The only witness appearing for appellant had charge of its 
bakery products department which handles the cheese-coated pop- 
corn. When asked to name any concern which manufactured both 
cheese-flavored food products and soft drinks, he referred only to 


the Wheeler Mineral Springs Company of Youngstown, Ohio, one 


of appellant’s customers for cheese flavoring. This customer puts 


the flavoring on popcorn, and is a seller of mineral water. 

The Examiner of Interferences, after pointing out that the 
property of creating thirst alleged to be present in appellant’s 
goods was stressed in appellant’s brief, stated that this characteristic 
was not believed to be necessarily important to the issue, because 
many edibles such as fish and peanuts have a like effect. The 
Examiner held that: 


For opposer to emphasize it [thirst-quenching property] in promoting 
the sale of its goods cannot affect the essential characteristics of the goods 
of either party. 


After stating that it seemed to him that appellant’s goods are 
principally food products, as distinguished from a soft drink, and 
that there was nothing in the record which he deemed sufficient to 
show that both types of goods commonly have the same personal 
origin, the Examiner held that the goods of the parties do not 
possess the same descriptive properties within the meaning of the 
statute. 
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The Commissioner in his decision stated as follows: 


Opposer stresses the fact that its cheese popcorn has been advertised as 
a “thirst creator,” and has thus been popularized for consumption with 
beverages, and points out that the product is for sale in many establishments 
which also handle soft drinks. These points merit attention of course, and 
in close cases similar considerations have sometimes been deemed by the 
courts to be of controlling importance. It seems to me, however, that the 
goods here involved are so completely different in all essential respects that 
neither the possibility of their conjoint use nor the fact of their sale through 
common channels is of sufficient weight to affect materially the question at 
issue. I am clearly of the opinion that such goods do not belong to the same 


general class of merchandise. 

We are of the opinion, after a careful consideration of the record, 
that the Commissioner of Patents did not err in holding that the 
goods of the parties do not belong to the same general class of mer- 
chandise. 

It is commonly known that soft drinks have for their main pur- 
pose the quenching of thirst and, even though they may be flavored, 
ordinarily are never considered as a food. Popcorn is derived from 
corn and is certainly a food. Cheese is made from milk and likewise 
is a nutritious food product. 


It does not appear from the record that taverns, which are 
alleged to be the principal outlet for opposer’s goods, cater espe- 
cially to the soft drink trade; and, with respect to the drug and 
chain stores where the goods of both parties appear to be sold, it is 
a matter of common knowledge that such institutions sell an almost 
unlimited variety of articles in distinct and substantially unrelated 
lines of trade. 


Even though, as is stated by the Commissioner, the fact that 
cheese popcorn has been popularized for consumption with beverages 
merits attention in a proper case, on the record before us we do not 
find that there is any likelihood of confusion as to origin or that 
purchasers would be deceived, although the products may be sold 
through common channels or used together. 

We have examined with great care the authorities cited by appel- 
lant, but we are compelled to state that in cases of this character 
precedents are necessarily of little value, unless, of course, they in- 
volve applicable principles of law, for the reason that the facts 
ordinarily differ so materially from those forming the bases of the 

























DECISIONS OF THE 





COMMISSIONER OF PATENTS 


prior decisions that each trade-mark case involving right to regis- 
tration must rest on its own facts. Langfield v. Brady, 26 C. C. 
P. A. (Patents) 908, 101 F. (2d) 530, wherein it was said: 

Decisions of this and other courts upon the question of confusing 


similarity of other marks not here involved can not of course be controlling 
here, and are merely persuasive, for each case must be decided upon its own 


facts. 
None of the cases cited by the appellant involved any principle 
of law favorable to his contention here. 
Accordingly, we are of the opinion, in view of the record 
presented, that the goods of the respective parties are not of the 
same class and do not possess the same descriptive properties. Since 
we are of this opinion, it is unnecessary for us to consider the 
similarity in the names “O-Ke-Doke” and “O’Kee-Dokee.”’ 
Points of minor importance have been raised on this appeal, but 
in view of our decision it is not necessary to unduly prolong this 
opinion by discussing them. 


The decision of the Commissioner of Patents is affirmed. 









DEcISIONS OF THE COMMISSIONER OF PATENTS 
Abandonment 


Frazer, A. C.: Reversed the decision of the Examiner of Inter- 
ferences awarding priority of use to the junior party in interference, 
J. C. Yochin & Co., Inc., of New Orleans, La., and adjudging it to 
be entitled to register the trade-mark “Three Feathers’ for whisky. 
Observing that the junior party conceded that its own first use 
of the mark was subsequent to that of the senior party, Oldetyme 
Distillers, Inc., of New York, N. Y., but that the junior party 
claimed to have established priority through use by its alleged 
predecessors in interest, the Assistant Commissioner said: 


The mark in issue was first employed and registered by a partnership 
known as H. & H. W. Catherwood. In 1919 this partnership, which then 
consisted of two members, namely, Wilson Catherwood and Magnus H. 
Brown, disposed of its assets, wound up its affairs, and discontinued busi- 
ness. Brown died in 1922, and Catherwood died in 1925. The last of the 
firm’s registrations of the “Three Feathers” trade-mark expired in 1927. 
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He then quoted extensively from the record and pointed out that 
it has frequently been held by the courts that a trade-mark may 
legally be transferred only in connection with the transfer of an 
existing business. He noted that the most recent expression of the 
United States Court of Customs and Patent Appeals in that regard 
occurred in Kelly Liquor Co. v. National Brokerage Co., 26 C. C. 
P. A. 1110, 102 F. (2d) 857, and said: 


The cited case is authority for the proposition that nonuse of a mark 
for alcoholic liquors during the period of prohibition did not necessarily 
constitute abandonment. Here, however, the record is conclusive that the 
“Three Feathers” trade-mark was in fact abandoned by the Catherwood 
firm when it discontinued business in 1919. And while such abandonment 
was doubtless impelled by the prospect of prohibition, that fact does not 
nullify the clear intent of the partners. 

When the sale of liquor was again legalized in the United States the use 
of the trade-mark in issue was subject to appropriation by the firstcomer. 
As between the parties to this proceeding, that was Oldetyme Distillers, Inc." 


Non-Conflicting Marks 


Frazer, A. C.: Affirmed the decision of the Examiner of Inter- 
ferences dismissing the opposition of Paramount Paper Products 
Co., Inc., to the application of The Dobeckmun Company for regis- 
tration of the notation “Vis-O-Wrap,” with a disclaimer of the word 


“Wrap, as a trade-mark for wrappers made of paper and trans- 


parent sheeting. 

After observing that opposer is the owner of the registered trade- 
mark ‘Visualized,’ appropriated to merchandise of the same descrip- 
tive properties, and pointing out that the only question for de- 
termination was whether this mark and applicant’s are so nearly 
similar as to be likely to cause confusion, the Assistant Commissioner 
said: 

As registered, opposer's mark includes the picture of an eye interposed 
between the word “visual” and the suffix “ized.” This feature adds distinc- 
tiveness to the appearance of the mark, but even in its absence I am of the 


opinion that the word “Visualized” and the notation “Vis-O-Wrap” do not 
look alike, nor do I think they are similar in sound or in significance.” 


1J. C. Yochim & Co., Inc. v. Oldetyme Distillers, Inc., Inter. No. 2689, 
163 M. D. 409, November 17, 1939. 


2 Paramount Paper Products Co., Inc. v. The Dobeckmun Company, 
Opp’n No. 17,494, 163 M. D. 407, November 17, 1939. 








